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ASEAN IP tools and cooperation
On August 25, 2015, the worldwide network of 
TMclass and Designview got bigger.

Since their creation, the two tools have been 
constantly on the move, incorporating trade mark 
and design data from offices inside and outside 
the EU to provide two powerful global trade mark 
classification and design search databases, geared 
firmly at users.

But this latest expansion was a little different.

Two standalone versions of TMclass and Designview 
were launched – not in Europe, but in Singapore, 
part of IP cooperation between OHIM and the 
Association of South East Asian Nations (ASEAN).

ASEAN Designview and ASEAN TMclass were 
unveiled at a special event to mark the IPOS IP week, 
in the presence of representatives from all ASEAN 
IP offices. 
 
ASEAN Designview contains more than 100,000 
design registrations from the participating ASEAN 
countries: Brunei Darussalam, Cambodia, Lao PDR, 
Malaysia, Philippines, Singapore, Thailand and 
Vietnam. It is expected that Indonesia and Myanmar 
will join soon.
 

ASEAN TMclass is an online consultation tool 
offering free of charge public access to a database 
of terms accepted by the participating ASEAN IP 
Offices as suitable to identify goods and services for 
the purpose of the registration of marks.

ASEAN TMview is multilingual – the tool is currently 
available in English, Bahasa Indonesia, Khmer, Lao 
and Thai.   Just a year previously, ASEAN TMview 
had been launched, and today, the tool has data on 
2.9 million trade marks from 9 participating ASEAN 
countries (Brunei Darussalam, Cambodia, Indonesia, 
Lao PDR, Malaysia, Philippines, Singapore, Thailand 
and Vietnam).  

All three tools were developed by OHIM on the 
existing TMview, TMclass and Designview models, 
and are products of the EU‑ASEAN Project on the 
Protection of Intellectual Property Rights (ECAP 
III), phase II, for which OHIM is the implementing 
agency.   They offer free, online IP search and 
classification solutions for users in the ASEAN region 
and for users seeking to investigate the market or 
do business there. 

The ASEAN Economic Ministers, at their 47th 
Meeting held on 22nd August 2015 in Kuala Lumpur, 
Malaysia, recognized with satisfaction the launch 
of ASEAN TMview, ASEAN TMclass and ASEAN 
Designview, that “will contribute towards improving 
the quality of the services provided in the area of 
trademarks and industrial designs”.
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A fourth tool, also developed by OHIM, has also 
been launched, taking into account both the 
ASEAN IPR Action Plan (2011‑2015) and the region’s 
strong commitment to geographical indications. 
The ASEAN GI Database was launched at the 
second ASEAN-OHIM Heads of IP Offices meeting 
in Alicante on October 2, 2015. It contains 177 
geographical indications from 5 participating 
countries (Cambodia, Indonesia, Malaysia, Thailand 
and Vietnam), and is set to grow even further in the 
coming months.

ECAP III Phase II has as its focus the development of 
a common approach within the ASEAN region in the 
area of trade marks, industrial designs, geographical 
indications and IP enforcement. 

The whole project consists of a series of coordinated 
activities at the regional level but with a special 
focus on the least developed countries (Lao 
PDR, Myanmar, and Cambodia). It is aimed at 
creating convergence within ASEAN as a whole, 
underlining regional cooperation, coordination and 
harmonisation among the ASEAN Member States 
within the framework of the ASEAN Economic 
Community Blueprint. So the development of 
tools has been backed up with training initiatives, 
regional seminars and workshops, and even a 
design competition. 

The ASEAN region, with approximately 625 million 
people, would be the seventh largest economy 
in the world if it were a single entity. It is home to 
creators and innovators of all kinds, who look for 
modern, accessible solutions and tools with which to 
protect their intellectual property and defend their 
IP rights. The ASEAN databases, available in many 
of the regional languages and freely accessible, fit 
that bill. And as cooperation intensifies, IP systems 
across the region are further strengthened – for the 
benefit of users.

The tools are all available through the dedicated 
ECAP III portal.
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Lorenzo Litta, De Simone & 
Partners, Rome
When did you become interested in IP?

I approached IP in the first year at university when 
I was 19. I attended a short course by Professor 
Stefano Sandri, who had chaired one of the Boards 
of Appeal at OHIM and also written a masterpiece on 
the perception of trade marks, taking in philosophy, 
semiotics and trade mark law. He has become my 
mentor and been a guide in my career. You could 
certainly say he changed my life!

Before that course, my idea was to become a tax 
lawyer. But then I fell completely in love with trade 
marks and designs and his explanation of them. At 

the time Professor Sandri was involved in drafting 
the Italian IP Code and he was also appointed to train 
people in the Italian embassies in IP, so I learned a 
lot from that. We also created an IP masters course, 
which I attended. My thesis was on the evolution of 
signs, trade marks and brands and their perception 
– so you can see how I was influenced by Professor 
Sandri.

After that I joined De Simone & Partners in Rome, 
and I now focus on prosecution and litigation of 
trade marks, including a lot of anti‑counterfeiting 
work, working in Italy and with associates abroad. 
My work covers the legal side, so it’s probably 
about 75% litigation and 25% prosecution. But I am 
reluctant to litigate: in IP, in Italy, it’s never the best 
option because justice is so slow – it can take four 
years or more which is not convenient. It is only an 
instrument to achieve a solution.
 
We are a small IP boutique so we try to be close to 
our clients on each particular issue. The firm has 
about 35 people, made up of 20 legal and patent 
professionals and 15 staff. We are eight lawyers, 
six of whom do litigation. The firm is led by Mr De 
Simone, who is very respected in this field and is a 
past president of ECTA.

Lorenzo Litta
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What are the most interesting cases you 
have handled?

I’ve had two big cases so far in my career. One was an 
anti‑counterfeiting case where a fashion company 
was seriously affected by a group of companies 
based in the south of Italy. They were not just 
counterfeiting the trade marks but appearing to be 
the trade mark owner, selling to famous retail stores 
worldwide with fake contracts in the brand owner’s 
name. It’s a very interesting case, and I found myself 
acting alongside the investigators. The defendants 
were very well prepared and had been selling high‑
quality products until the economic crisis, when 
they were forced to wind up and take a famous 
brand. The appeal is now in the criminal court so we 
will see what happens.

The second case was a trade mark litigation in Spain, 
where I am also admitted to practise. It is now at 
the High Court, so we will see what happens. At 
the first instance, we proposed a settlement as 
our client was prepared to pay €50,000, but the 
opposite side refused. The Court subsequently 
awarded us damages of €4 million, so that was quite 
a turnaround! We will see what happens at the High 
Court.

What do you think of the Community 
trade mark and design?

In general they work very well. Italian law has also 
been revised now having in mind the Community 

system, so it is very well harmonised and there is a 
lot of consistency. The recent case law and OHIM’s 
approach is rightly limiting Community trade marks 
that are not intended to be used in the whole of 
the EU. With the reforms coming next year we will 
have the correct balance, with the CTM fulfilling its 
purpose of providing a trade mark for the whole EU 
at a low cost. 

In the long term, I would like to see stricter 
requirements on the use of Community trade 
marks but this may be 20 years off. There is a big 
problem in some classes, such as class 9. But it is 
also partly about the interpretation of the wording 
of classes. OHIM made a big change after the IP 
Translator case, which is highly appreciated, and 
TMclass is very useful. These steps have improved 
the customer experience, but we are still limited by 
the law and the courts.

In Italy, there has been a small decrease in trade 
mark and design applications but the big drop has 
been in patents: the problem is we don’t invent 
enough and that needs to be addressed.

What impact will the changes to the 
Directive have in Italy?

I expect Italy will try to promptly amend the 
legislation. We have a young law from 2005 and 
the government is very sensitive to IP issues and 
has passed many amendments in the interests of 
IP owners.
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We already have oppositions and publication 
of trade marks, so the big change needed will 
be the ability to file cancellation actions with an 
administrative procedure. At present, it is necessary 
to go to court for a cancellation, which is ineffective 
from everyone’s point of view. The courts have a big 
backlog of these actions.

You are co-chairing INTA’s event on 
geographic names in Rome in December. 
How did you become interested in GIs?

GIs have been a topic of great interest since the 
beginning of my studies. We are surrounded by 
GIs in Italy. My family were winemakers going 
back to the sixteenth century and I remember my 
grandfather was very sensitive to the issue of GIs for 
wines, and I was aware of geographical indications 
and appellations of origin as a child.

In Italy we have the DOC and DOCG systems for 
wine and I was very careful always to read these 
indications on the bottles. When I learned that 
GIs were part of the IP world I became more and 
more interested! I am now a member of the Wine 
Lawyers Association and I’m happy to see there is 
now a big concentration and an alignment of the 
planets on GI issues. For example, we see that at 
the big Expo in Milan on food and health, and also 
with the Diplomatic Conference held at WIPO in May 
concerning GIs, and the European Commission’s 
proposals on non‑traditional GIs. There are a lot of 
reasons to talk about GIs now. 

But there are still big differences 
regarding GIs in different parts of the 
world?

That is right, so for this conference my co‑chair and I 
have aimed to underline and explain the issues. For 
example, we have a speaker from the Idaho Potato 
Commission in the United States. The approach on 
GIs is changing and we will look at that, for example 
the move towards non‑agricultural as well as 
agricultural products, and other kinds of systems.

The use of sui generis systems is becoming more 
important. Switzerland is important here, with the 
“Swiss‑made” initiative. Colombia has also done a 
great job to promote its name worldwide. We are 
seeing countries becoming real brands – and some 
are doing better than others. 

Do you think there is a tension between 
GIs and trade marks?

The relationship between the two rights is 
important: both are indications of source but in a 
different way. GIs are recognised as separate rights 
in many countries, and can give important added 
value to a trade mark. That was interesting to see 
in the recent Halloumi cheese case at the General 
Court, where we saw the approach of OHIM and of 
Cyprus as a country. 

There is a sort of philosophical conflict between 
protection of GIs and trade marks. Owners of GIs 
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view their designations as absolute and think they 
should be entitled to exclusivity, even against pre‑
existing trade mark rights. But owners of trade 
marks believe conflicts should be resolved in favour 
of the first user. There are also potential issues with 
domain names and top‑level domains. 

I think GIs are good for Europe. Both France and 
Italy, for example, have suffered from the economic 
crisis. They can exploit the quality of their products, 
such as fashion and ceramics, for example through 
using the “Made in France” or “Made in Italy” labels. 
But GIs can also be good for a country like India 
which is growing economically. 

The GI instrument can help to prevent misuse. At the 
conference we hope to bring together views from 
all over the world, including professors, legislators, 
marketers and representatives of IP offices. I am 
really looking forward to the discussions that will 
come out. Our purpose since the beginning was 
to make it broad, to explore the interplay and the 
tensions and include people from outside the 
traditional IP community.
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10/09/2015, H&M Hennes & 
Mauritz v OHIM — Yves Saint 
Laurent, T‑525/13, EU:T:2015:617 
and T‑526/13, EU:T:2015:614 Sacs 
à main
This article summarises two General Court 
judgments on related subject matter that had the 
same outcome. The judgments deal with appeals 
against the Third Board of Appeal decisions at the 
Office. They were decisions R  0207/2012-3 and 
R 0208/2012-3, on invalidity proceedings ICD 6583 for 
registered Community design No 000613294-0001, 
and on invalidity proceedings ICD  6591 for 
registered Community design No  000613294-0002 
respectively (the RCDs).

The RCDs, registered and published in 2006 for 
handbags (see the views below), were challenged 
in invalidity proceedings filed on several invalidity 
grounds, however, substantiated only on the 
grounds of Article 25(1)(b) of Council Regulation (EC) 
No  6/2002 of 12  December  2001 on Community 
designs (CDR) in conjunction with Article 6 CDR for 
non‑compliance with the requirement of individual 
character. In both proceedings the applicant for 
invalidity relied on the same prior design as shown 
below.

The evidence of disclosure of the prior design 
consisted of two sworn statements, one from the 

handbag designer declaring that the technical 
drawings of the prior design were finalised in 
July 2005, and a second from the applicant’s sales 
manager declaring that the handbags corresponding 
to the technical drawings were put on sale in the 
applicant’s stores in Germany in late 2005. Some 
sales figures were attached, and later, in response 
to the holder’s observations, the applicant also 
delivered a purchase order and several invoices.

The RCD holder argued that the disclosure of the 
prior design was not established sufficiently in law, 
since the exhibits submitted were either undated or 
they were mere statements made by the applicant, 
but the Invalidity Division did not doubt about the 
disclosure. The outcome, however, was that the 
two contested designs were considered to have 
individual character with respect to the prior design 
and the applications for a declaration of invalidity 
were rejected.

The applicant for invalidity appealed, claiming that 
the Invalidity Division was wrong in asserting, on 
the one hand, that the handbag designer had a very 
high degree of freedom and, on the other, in denying 
that the designs under comparison produced the 
same overall impression. According to the applicant, 
the Invalidity Division failed to take account of the 
‘reciprocal’ link that existed between the designer’s 
degree of freedom and how rigorous the approach 
should have been when assessing the overall 
impression. This link was recognised by the General 
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Court in its judgments in joined cases T-10/08 and 
T-11/08, ‘Internal combustion engine’. Since the 
degree of freedom in the present case was high, the 
‘minor’ differences noted between the two handbag 
designs should not have been deemed sufficient to 
rule out the possibility of the two designs producing 
the same overall impression.

The RCDs holder, on the contrary, claimed that the 
Board of Appeal should dismiss the appeal and 
confirm the decision to reject the applications for 
invalidity, firstly because the prior design was not 
disclosed, and secondly, because the designs under 
comparison differed in their overall impressions on 
the informed user.

The Third Board of Appeal upheld the contested 
decisions. In the Board’s opinion, the exhibits 
submitted by the invalidity applicant, when 
considered together, were capable of proving the 
disclosure — through sales made to the public 
— of the handbag corresponding to the earlier 
design. Although the exhibits did originate from the 
applicant, and two of them were statements, the 
statements were made under oath by people who, 
owing to their respective functions, had to be well‑
informed about the facts recounted. Furthermore, 
the content of the three exhibits was not manifestly 
contradictory or improbable, but coherent in their 
factual context, and the holder had not offered any 
plausible argument to the contrary.

The Third Board of Appeal also confirmed the 
contested decisions in the second point that the 
RCDs did not produce on the informed user the 
same overall impression as the earlier handbag. 
Despite a high freedom of the designer in the fashion 
industry and in particular in the field of handbags, 
from the point of view of the informed user this did 
not ‘cancel out the significant differences in shape, 
structure and surface finish’ which differentiated 
the designs under comparison.

The invalidity applicant appealed to the General 
Court. According to the applicant, the contested 
decisions erroneously concluded, without giving 
sufficient reasons, that the high degree of freedom 
of the designer did not have any impact on the 
finding that the designs at issue produced a 
different overall impression on the informed user 
and that these differences were erroneously found 
sufficient.

The General Court rejected the plea on the point that 
the statement of reasons in the contested decisions 
was insufficient, confirming that the reasoning given 
was clear and unequivocal. 

Furthermore, it made a summary of all the known 
factors to be taken into account in the test of 
individual character as established in up‑to‑date 
case‑law:
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• the assessment of whether a design has 
individual character is determined by the 
overall impression that it produces on the 
informed user (judgment of 25/10/2013, 
T-231/10, ‘Game’, EU:T:2013:560, paragraph 28 
and the case‑law cited);

• the concept of the informed user may be 
understood as referring, not to a user of average 
attention, but to a particularly observant one, 
either because of his personal experience 
or his extensive knowledge of the sector in 
question (judgment 20/10/2011, C-281/10 P, 
‘Metal rappers’, EU:C:2011:679, paragraph 53); 

• the qualifier ‘informed’ suggests that, without 
being a designer or a technical expert, the user 
knows the various designs that exist in the 
sector concerned, possesses a certain degree 
of knowledge with regard to the features which 
those designs normally include, and, as a result 
of his interest in the products concerned, shows 
a relatively high degree of attention when he 
uses them (judgment 20/10/2011, C-281/10 P, 
‘Metal rappers’, EU:C:2011:679, paragraph 59); 

• the degree of freedom of the designer of 
a design is determined, inter alia, by the 
constraints of the features imposed by 
the technical function of the product or an 
element thereof, or by statutory requirements 
applicable to the product, and those constraints 

result in a standardisation of certain features, 
which will thus be common to the designs 
applied to the product concerned (judgment 
of 09/09/2011, T-11/08, ‘Internal combustion 
engine’, EU:T:2011:447, paragraph  32, and 
judgment of 25/04/2013, T-80/10, ‘Wristwatch 
case’, EU:T:2013:214, paragraph  112); 

• the greater the designer’s freedom in 
developing a design, the less likely it is that 
minor differences between the designs at issue 
will be sufficient to produce different overall 
impressions on an informed user. Conversely, 
the more the designer’s freedom in developing 
a design is restricted, the more likely it is that 
minor differences between the designs at issue 
will be sufficient to produce different overall 
impressions on an informed user. (judgment 
of 09/09/2011, T-11/08, ‘Internal combustion 
engine’, EU:T:2011:447, paragraph  33, and 
judgment of 25/04/2013, T-80/10, ‘Wristwatch 
case’, EU:T:2013:214, paragraph  113); 

• the assessment of the individual character of 
a Community design is the result, in essence, 
of a four‑stage examination: deciding upon, 
first, the sector to which the products in which 
the design is intended to be incorporated or 
to which it is intended to be applied belong; 
second, the informed user of those products 
in accordance with their purpose and, with 
reference to that informed user, the degree 
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of awareness of the prior art and the level of 
attention in the comparison, direct if possible, 
of the designs; third, the designer’s degree 
of freedom in developing his design; and, 
fourth, the outcome of the comparison of the 
designs at issue, taking into account the sector 
in question, the designer’s degree of freedom 
and the overall impressions produced on the 
informed user by the contested design and 
by any earlier design which has been made 
available to the public (to that effect, judgment 
of 07/11/2013, T‑666/11, ‘Bounding feline’, 
EU:T:2013:584, paragraph 21 and the case-law 
cited).

According to the General Court, the Board of Appeal 
correctly found that the informed user in the 
present cases was neither an average purchaser 
of handbags nor a particularly attentive expert, 
but someone in‑between who is familiar with the 
product in accordance with the level of attention 
established by the case‑law cited, and that, in 
the context of fashion items like handbags, the 
designer’s degree of freedom was high. In this 
regard, the Court confirmed that a high degree 
of freedom in developing a design reinforces the 
conclusion that designs that do not have significant 
differences produce the same overall impression on 
an informed user, however, the degree of freedom 
cannot, on its own, give rise to an outcome of the 
assessment of individual character.

The Court also confirmed that the Board had 
correctly applied the criteria established by the case‑
law in the assessment of the individual character. 
It added that this assessment may also include 
the manner in which the product represented by 
that design is used, mentioning the judgment of 
21/11/2013, T‑337/12 ‘Corkscrew’, EU:T:2013:601. 
It referred to the straps and the handles of the 
compared designs, which, according to the Court, 
manifestly lend themselves to different uses 
inasmuch as the contested designs represented 
bags to be carried solely by hand, whereas the 
earlier design represented a bag to be carried on 
the shoulder.

Neither the applicant for invalidity, nor any of 
the instances addressed the representation of 
RCD 000613294-0001 in double form — a drawing 
and coloured photographs. However, as the holder 
itself referred to the material of the handbags, it 
may be inferred that protection was sought for a 
handbag made of a particular material and colour, 
as shown in views 1.2 to 1.6.

To see the CJEU judgments click T‑525/13 and 
T‑526/13. 

http://curia.europa.eu/juris/liste.jsf?language=en&num=T-525/13
http://curia.europa.eu/juris/liste.jsf?language=en&num=T-526/13
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https://oami.europa.eu/eSearch/#details/designs/000613294-0001
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https://oami.europa.eu/eSearch/#details/designs/000613294-0002
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Monthly statistical highlights September* 2015 2014

Community Trade Mark applications received 10 681 9 231

Community Trade Mark applications published 9 807 8 528

Community Trade Marks registered (certificates issued) 10 475 8 778

Registered Community Designs received 6 706 7 376

Registered Community Designs published 5 766 7 786

* Statistical data for the month in course is not definitive. Figures may vary slightly thereafter.
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The Former Yugoslav Republic of 
Macedonia joins Designview
As of 05 October 2015, The State Office of Industrial 
Property (SOIP) of The Former Yugoslav Republic of 
Macedonia (FYROM) has made its industrial design 
data available to the Designview search tool.
The integrations of SOIP are concrete results of the 
International Cooperation programme managed 
by OHIM in collaboration with its international 
partners.

With SOIP on‑board, there are now 36 participating 
offices in Designview. With the addition of more 
than 800 designs from SOIP, Designview now 
provides information and access to almost 8.7 
million industrial designs in total.

Since the introduction of Designview on 19 
November 2012, the tool has served more than 1.2 
million searches from 140 different countries, with 
users from Germany, Spain and the UK among the 
most frequent visitors.

Design e-filing and e-Services in 
Sweden
The Swedish Patent and Registration Office (PRV) 
has implemented Design e-filing and e-Services, 
two components of the Software Package project 
developed by the Cooperation Fund.

These two integrations complete an entirely new 
front office system for PRV, offering a full electronic 
filing experience for PRV users.

The overall aim of the Cooperation Fund is to 
benefit users across the EU by providing modern, 
state of the art tools and services for EU national 
and regional offices. These latest integrations were 
made possible thanks to the close cooperation 
between OHIM and PRV staff members, both on 
and off site.

Trade mark e-filing in Portugal
The Portuguese Institute of Intellectual Property 
(INPIPT) has implemented e-filing for trade marks.
The system allows INPIPT’s users to file their trade 
mark applications electronically.

The overall aim of the Cooperation Fund is to benefit 
users across the EU by providing modern, state 
of the art tools and services for EU national and 
regional offices. This latest integration was made 
possible thanks to the close cooperation between 
OHIM and INPIPT staff members, both on and off 
site.
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Observatory Plenary Meeting in 
Alicante
On the 21th and 22th of October, the European 
Observatory on Infringements of Intellectual 
Property Rights, a department within OHIM, held its 
annual plenary meeting in OHIM’s headquarters in 
Alicante.

Representatives from the Member States of the 
European Union, the European Commission 
services, as well as representatives from the private 
sector, civil society and international organisations 
participated in the event.

The plenary meeting is the opportunity to present 
and discuss the ongoing work of the Observatory. 
It is also a chance for the Observatory stakeholders 
to agree on future activities and deliverables for this 
network of experts.

OHIM website and online tools 
workshop ‑ Munich
On November 4, OHIM will be holding a website and 
online tools workshop in Munich, in collaboration 
with GRUR. The workshop will be presented in 
German with live streaming available from 09:35 to 
10:55 CET.

First design registered in OHIM 
using our 3D uploader
As highlighted last month in Alicante News, one 
of the major innovations of the new RCD eFiling 
tool, which was launched on Monday the 28th of 
September, is the possibility to file dynamic view 
representations, like 3D models.

The Office has received the first design via this 
upload tool, which is now available to view in 
eSearch, here.

IP Case Law Conference at OHIM
On May 5-6, the Office is holding its first ever IP Case 
Law Conference.

This event is dedicated to substantive and 
procedural issues surrounding trade mark and 
design dispute resolution. 

The conference brings together users of the 
international IP systems, IP professionals, judges, 
national and European level institutions and 
administrations. 

The event is designed to be as innovative and user‑
focused as possible. It will be held in an interactive 
format with ample opportunity for questions from 
the audience, and presentations on recent OHIM 
Boards of Appeal and EU case law topics.

The conference is being held in the Office’s 
headquarters in Alicante, Spain. Registration will 
open shortly, but in the meanwhile, the conference 
team can be contacted via ipcaselawconference@
oami.europa.eu

https://oami.europa.eu/ohimportal/en/alicante-news
https://oami.europa.eu/eSearch/#details/designs/002806463-0001
mailto:ipcaselawconference@oami.europa.eu
mailto:ipcaselawconference@oami.europa.eu
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Luxembourg trade mark and 
design news

A: Court of Justice: Orders, Judgments and 
Preliminary Rulings

Case C‑249/14P; Pêra‑Grave — Sociedade 
Agrícola, Unipessoal Lda v OHIM  + Fundação 
Eugénio de Almeida; Judgment of 9 July 2015; 
Language of the case: EN

RESULT:    Appeal dismissed

KEYWORDS:  Admissibility, Conceptual similarity, 
Common element, Figurative trade mark, Identity 
of the goods and services, Likelihood of confusion, 
Phonetic similarity, Similarity of the signs, Visual 
similarity 

FACTS: The CTM applicant sought to register the 
figurative sign QTA S. JOSÉ DE PERAMANCA in Class 
33. An opposition based on three earlier Portuguese 
figurative trade marks VINHO PÊRA-MANCA TINTO, 
VINHO PÊRA-MANCA BRANCO and PÊRA-MANCA, 
covering the same goods, was filed namely on the 
grounds of Article 8 (1) (b) CTMR. The Opposition 
Division (OD) rejected the opposition, as the identity 
of the goods was offset by the very low degree of 
similarity between the signs at issue. The Board of 

Appeal (BoA) upheld the appeal, considering that a 
Likelihood of confusion (LOC) could not be excluded, 
as the low degree of similarity between the signs at 
issue was compensated for by the identity of the 
goods covered. The General Court (GC) rejected the 
applicant’s action, finding that there was LOC with 
the third earlier mark.
The CTM applicant appealed the GC judgment, 
alleging infringement of Article 8 (1) (b) CTMR.

SUBSTANCE:  The European Court of Justice stated 
that although the use, by way of conclusion, of 
expressions such as “is not capable of being ruled 

CTMA

Earlier Marks
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out” and “it cannot be ruled out” in the judgment 
under appeal is not unambiguous, it is nevertheless 
clear from reasoning that the GC carried out a global 
assessment of whether there was a likelihood of 
confusion between the signs at issue and established 
that a likelihood of confusion existed (Paras. 27‑30). 
Since the GC pointed out an inconsistency in the 
appellant’s arguments as regards the meaning 
of the word “peramanca” (Para. 43) and this point 
has not been disputed in the appeal (Para. 49), it is 
not possible to claim the applicability of the Picaro/
Picasso (C‑361/04P) Case‑Law on the counteraction 
of visual and phonetic similarities when at least 
one of the signs has a clear and specific meaning 
for the relevant public (Para. 39) or of the Chiemsee 
(C-108/97 and C-109/97) Case-Law on the link the 
relevant consumers might, in the future, make 
between the geographical name “peramanca” and 
the goods at issue.

Case C‑125/14; Iron & Smith kft v Unilever 
NV; Preliminary ruling of 3 September 2015; 
Language of the case: HU

KEYWORDS: Reputation, Relevant territory, 
Similarity of the signs, Substantiation of earlier right, 
Unfair advantage, Detriment to earlier mark   

FACTS: This request for a preliminary ruling has 
been made in proceedings between Iron & Smith kft 
(“Iron & Smith”, the applicant), on the one hand, and 
Unilever NV (“Unilever”, the opponent), on the other 
hand, concerning the variation of the decision of 
the Hungarian IP Office refusing registration of the 
mark Be impulsive applied for by Iron & Smith. The 
earlier CTM Impulse was found to have reputation 
across the EU, BUT NOT IN HUNGARY.

QUESTION REFERRED TO THE EUROPEAN COURT 
OF JUSTICE (CJ):
The referring CJ observed that Article 4 (3) TMD 
and Article 9 (1) CTMR do not offer any indication 
as to what is the relevant geographical territory 
within the EU in order to establish that a CTM has 
a reputation. Furthermore, it is unclear, even if the 
trade mark has such a reputation, whether it is 
possible that, where such a mark is unknown in the 
Member State concerned, the use of the later mark 

National mark applied for

Earlier CTM
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without due cause would take unfair advantage of, 
or be detrimental to, the distinctive character or the 
repute of the earlier CTM (Para. 13). 

ANSWER OF THE CJ:
First of all, the CJ observed that both Article 4 (3) TMD 
and Article 9 (1) (c) CTMR contain the expression “has 
a reputation in the Community” which has the same 
meaning (Para. 16). Therefore, the CJ, recalling the 
judgment in the case PAGO International, stated: 
“if the reputation of an earlier CTM is established in 
a substantial part of the territory of the EU which 
may coincide with the territory of a single Member 
State, that mark has a reputation in the EU and the 
CTM owner is not required to produce evidence of 
that reputation in the Member State in which the 
application for registration of the later national 
mark, which is the subject of an opposition, has 
been filed” (Paras. 17-20).
Secondly, the provisions concerning the requirement 
of genuine use of the CTM (Articles 15 (1) and 51 
CTMR) and the criteria laid down by the Case‑Law in 
order to prove genuine use are not relevant as such 
for the purpose of establishing a “reputation” within 
the meaning of Article 4 (3) TMD (Paras. 23‑24) since 
those provisions pursue a different objective (Para. 
21).  
Finally, the CJ, recalling the judgement in the case 
Intel, ruled that if the earlier CTM has already 

acquired a reputation in a substantial part of the 
territory of the EU, but not with the relevant public 
in the Member State in which registration of the 
later national mark concerned by the opposition 
has been applied for, the CTM may still benefit 
from the enlarged protection introduced by Article 
4 (3) TMD where it is shown that a COMMERCIALLY 
SIGNIFICANT PART of that public is familiar with that 
mark and makes a connection between it and the 
later national mark and there is either actual and 
present injury to its mark or a serious risk that such 
injury may occur in the future (Paras. 27‑34).

B: General Court: Orders and Judgments on 
appeals against decisions of the OHIM

Case T‑89/11; Nanu‑Nana Joachim Hoepp GmbH 
& Co. KG v OHIM + Vincci Hoteles SA; Judgment of 
9 July 2015; Language of the case: EN

RESULT:  Appeal dismissed 

KEYWORDS: Common element, Complementarity 
goods and services, Conceptual dissimilarity, 
Phonetic similarity, Retail services, Similarity of the 
signs, Similarity of the goods and services, Visual 
similarity, Likelihood of confusion, Revocation 
grounds
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FACTS: The CTM applicant sought to register the 
word sign NANU as a CTM for goods in Classes 3, 4, 
6, 9, 16, 18, 20, 21, 24, 26 and 35. 
An opposition based on an earlier word CTM 
NAMMU, covering goods and services in Classes 3, 
32 and 44, was filed on the grounds of Article 8 (1) 
(b) CTMR. The Opposition Division (OD) upheld the 
opposition in respect of some goods and services. 
The Board of Appeal (BoA) partially upheld the 
appeal. In its action before the General Court (GC), 
the opponent alleged infringement of Article 8 (1) 
(b) CTMR. In the meantime, the CTM applicant had 
filed an application for revocation of the earlier CTM 
and requested that the proceedings before the BoA 
be stayed pending a decision on the application 
for revocation. Following the decision of the BoA, 
in which it dismissed the CTM applicant’s appeal 
against the decision of the Cancellation Division (CD) 
rejecting its request for a declaration of invalidity, 
the proceedings were resumed.

SUBSTANCE:  The GC rejected the plea alleging 
infringement of Article 8 (1) (b) CTMR. 
The GC confirmed the assessment of the BoA 
according to which the relevant public was the 
general public in the Member States of the EU, 
which has a normal degree of attentiveness (Para. 
32). The GC confirmed that “toothbrushes” and 
“dentifrices” display a degree of similarity and 
that consumers could expect those goods to be 
produced by the same undertakings (Paras. 38-
39). Furthermore, the BoA did not err in finding 
similarity (complementarity) between retail and 
mail order services in the field of “perfumery” and 
the “perfumery goods” covered by the earlier mark 
(Paras. 40‑45). As to the comparison of the signs, 
firstly, the GC confirmed the visual similarity of 
the words NANU and NAMMU (Paras. 55‑60). In 
respect of the phonetic similarity, the differences in 
pronunciation of the consonants “M” and “N” are not 
capable of calling into question the high degree of 
phonetic similarity between the two signs at issue 
(Paras. 62-63). Furthermore, the GC confirmed the 
lack of conceptual similarity of the marks found by 
the BoA and not challenged by the parties (Paras. 
66‑67). 
Finally, the GC confirmed that, taking into account 
the “principle of imperfect recollection” and 
the principle of interdependence of factors, the 
significant similarities between the marks at issue 
were such as to lead to a likelihood of confusion for 
goods in the field of perfumery (Paras. 68-74).

CTMA

Earlier Marks
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Case T‑436/12; Deutsche Rockwool Mineralwoll 
GmbH & Co. OHG, v OHIM ‑ Ceramicas del Foix, 
SA; Judgment of 8 July 2015; Language of the 
case: EN

RESULT: Action dismissed

KEYWORDS: Likelihood of confusion, Similarity 
of the goods and services, Similarity of the 
signs, Common element, Weak element, Visual 
similarity, Phonetic similarity, Conceptual similarity, 
Descriptive element, Distinctive element, Laudatory 
mark, Nature of use

FACTS: On 10 January 2008, Ceramicas del Foix, SA 
(the CTMR owner, intervener before the Court), was 
granted CTM registration for the below mentioned 
figurative mark for goods in Classes 2, 19 and 27. 
Deutsche Rockwool Mineralwoll GmbH & Co. OHG 
(invalidity applicant and applicant before the GC) 
filed an application seeking a declaration of invalidity 
of the contested mark under Article 8 (1) (b) and 
Article 52 (1) (a), (now Article 53 (1) (a), CTMR. The 
application for invalidity was based on the following 
marks covering goods and services in Classes 6, 17, 
19 and 37. The Cancellation Division (CD) dismissed 
the application for invalidity. The Board of Appeal 
(BoA) confirmed the CD’s decision and dismissed 
the appeal. The invalidity applicant filed an action 
before the General Court (GC).

SUBSTANCE: The GC upheld the BoA’s finding that 
some of the goods covered by the signs at issue are 
similar and the rest are either remotely similar or 
dissimilar. The GC also confirmed the finding that the 
relevant public’s level of attention is particularly high 
in relation to building materials (Paras. 21‑24). The 
GC recalled that, according to the Case‑Law, (see the 
judgment “REDROCK”, T-146/08, Paras. 51-53). the 
relevant German public would identify the element 
“ROCK” as an understandable word, along with the 
elements “MASTER”, “FIX”, “FLEXI” and “COVER”, 
which are part of basic English vocabulary. In that 
regard, the GC reminded that English is a global 
language which is also used in the building industry 
(Paras. 30‑46). As a consequence, the GC found that 
the shared element “ROCK” is largely descriptive 
and/or laudatory of the goods and services covered 
by the signs at issue, with the result that it has only a 
weak inherent distinctiveness (Paras. 38-41). 

CTMR

Earlier Marks
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For the same reasons, the earlier marks FLEXIROCK, 
FIXROCK, MASTERROCK and COVERROCK are only 
weakly distinctive (Para. 92). In relation to the 
comparison of the signs, the GC concluded that the 
BoA correctly held that, overall, there is only a low 
degree of visual, phonetic and conceptual similarity 
between the signs at issue (Para. 76).
FAMILY OF MARKS: The GC rejected the arguments 
put forward by the applicant based on the broader 
protection granted to a series or family of marks 
having the common element “ROCK”. The GC 
recalled in particular the Case‑law according to 
which the broader protection provided to a family 
of marks could not be granted when the shared 
element of the earlier marks is largely descriptive 
of the goods and services covered. Since, as 
correctly found by the BoA, the element “ROCK” is 
largely descriptive and/or laudatory of the goods 
and services covered by the earlier marks, it is not 
capable of being the shared core of a family of 
marks (Paras. 79-86). Furthermore, according to the 
Case‑Law, the protection to a family of marks does 
not apply when the shared element of the earlier 
serial marks is used in the mark applied for with 
a different semantic content. In the present case, 
the semantic content of the element “ROCK” in the 
contested mark Rock & Rock is different from that in 
the earlier marks: it refers to a style of music in the 
context of a play on words, whereas in the earlier 
marks it alludes to a “stone”, a “rock”, or to mineral 
wool, with the elements “FIX”, “FLEXI” and “COVER” 
giving details of the physical characteristics or the 

intended use thereof (Paras. 87-88).
In light of the above, the visual, aural and conceptual 
differences between the signs at issue are sufficient 
to prevent a likelihood of confusion on the part of 
the average German relevant consumer, despite the 
similarities between some of the goods at hand.

Case T‑333/13; Westermann Lernspielverlag 
GmbH v OHIM + Diset, SA; Judgment of 15 July 
2015; Language of the case: EN

RESULT:   Action dismissed

KEYWORDS: Common element, Conceptual 
similarity, Complex mark, Descriptive element, 
Distinctive element, Figurative element, Figurative 
trade mark, Identity of the goods and services, 
Likelihood of confusion, Phonetic similarity, 
Similarity of the signs, Visual similarity, Weak 
Element, Dominant element, Relevant territory, 
Similarity of the goods and services

FACTS: The CTM applicant sought to register the 
figurative sign bambinoLÜK for goods in Classes 9, 
16, 28. An opposition based on an earlier figurative 
CTM BAMBINO, covering goods and services in 
Classes 16, 28 and 41, was filed on the grounds 
of Article 8 (1) (b) CTMR. The Opposition Division 
upheld the opposition in respect of some goods 
and services. The Board of Appeal (BoA) partially 
upheld the appeal. The opponent brought an action 
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before the General Court (GC), alleging infringement 
of Article 8 (1) (b) CTMR. In support of that plea in 
law, the applicant asserts (i) the lack of distinctive 
character of the word element “bambino” of the 
earlier CTM, (ii) the lack of similarity between the 
signs at issue and (iii) the lack of a likelihood of 
confusion between those signs.

SUBSTANCE:  The GC confirmed that the goods 
covered by the signs at issue in respect of which 
registration was refused are identical or similar 
(Para. 19). Regarding the comparison of the signs, 
the GC confirmed a visual similarity between the 
signs, as the differences (the figurative element in the 
form of a stylized child and the independent stylized 
word element “lük”) cannot outweigh the similarity 
between the signs arising from their common, 
dominant and distinctive element “bambino” (Paras. 
20-28). Moreover, the GC endorsed the BoA’s 
finding that there was a phonetic similarity between 

the signs due to the presence of the identical 
word element “bambino” put at the beginning of 
the signs (Paras. 29‑32). Finally, the GC found that 
there was a conceptual similarity between the 
signs, which cannot be called into question by the 
allegedly weak distinctive character of the element 
“bambino” of the earlier trade mark (Paras. 33‑40). 
The GC confirmed the overall assessment made by 
the BoA: the degree of similarity between the signs 
at issue and the degree of similarity between the 
goods covered by those signs are sufficiently high 
to establish a likelihood of confusion (Paras. 41‑47). 
The GC rejected the CTM applicant’s argument that 
the term “bambino” is descriptive in the relevant 
territory in respect of the goods in question and, 
therefore, that the figurative element in the form of 
a stylized child and the independent stylized word 
element “lük” in the trade mark applied for serve 
to prevent any likelihood of confusion between the 
signs at issue: the GC highlighted that, according 
to Case‑Law, even if the distinctive character of 
the earlier mark is weak, that does not preclude a 
finding that there is likelihood of confusion (Paras. 
48-51). 
Furthermore, the GC rejected the CTM applicant’s 
argument that the rejection of its action would lead 
to a monopolization of the term “bambino” for the 
goods in question (Paras. 54-58).

CTMA

Earlier Marks
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Case T‑488/13; GEA Group AG v OHIM; Order of 22 
January 2015; Language of the case: DE

RESULT: Action dismissed 

KEYWORDS: Admissibility, Fax, Force majeure, 
Notification, Representative

FACTS: The Board of Appeal (BoA) notified its 
decision to reject the CTMA by fax. The respective 
transmission report stated the word “ok”. The 
applicant filed a court action almost three months 
thereafter.

SUBSTANCE: The date of receipt of the fax 
transmitting the contested decision constitutes 
the starting point of the period prescribed for 
instituting proceedings against Office decisions 
notified by fax. The applicant does not dispute that 
its representative’s IT system recorded and stored 
the fax but that it had actual knowledge thereof 
before the Office registry informed him thereafter 
(Paras. 7, 17). However, according to Case‑Law, such 
knowledge is not required for notification purposes. 
Due notification of a decision has been effected 
once it has been communicated to the addressee 
and the addressee is in a position to take cognisance 

of it (Para. 19). The latter places an obligation on the 
notifier to use best endeavours which corresponds 
with the external aspect of the notification rather 
than an obligation on the notifier to interfere in 
the internal functioning of the entity addressed 
(Para. 20). According to Case‑Law, the production, 
by the Office, of fax transmission reports which 
included items conferring probative value on them 
is sufficient to prove that the fax in question had 
been received by the addressee. If there is a fax 
transmission report stating the word “ok”, it can be 
considered that the fax sent has been received by the 
addressee (Para. 21). A malfunction of a fax machine 
does not constitute unforeseeable circumstances 
or force majeure under Article 45 of the Statue of 
the Court of Justice either. These concepts contain 
both an objective element, relating to abnormal 
circumstances unconnected to the applicant, and 
a subjective element involving the obligation, 
on the part of the applicant to guard against the 
consequences of the abnormal event by taking 
appropriate steps, without making unreasonable 
sacrifices. The malfunction of the fax machine was 
not unconnected to the applicant´s representative. 
It is an internal instrument of its law firm which is 
responsible for it. According to the Case‑Law, a 
company’s internal communication problems do 
not constitute unforeseeable circumstances or 
force majeure. As to the electrical works carried 
out during the months of the notification causing 
interruptions to the power supply and network 
connections, the applicant’s representative did 

CTMA
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not take the appropriate step to check whether all 
incoming fax were forwarded to the inbox (Paras. 
25-38).
As a preliminary matter, the General Court held that 
that Article 48 (1) of the Rules of Procedure does 
not apply to offers of evidence in observations on 
a plea of inadmissibility. Such offers are inherent 
to the right of an applicant to respond to the 
arguments made by the defendants in its plea of 
inadmissibility since there is no procedural rule 
which requires an applicant to set out evidence 
relating to the admissibility of its action at the stage 
of the application (Para. 30).

Case T‑611/13; Australian Gold LLC v OHIM; 
Judgment of 15 July 2015; Language of the case: 
DE

RESULT: Action partly upheld (BoA decision partly 
annulled)

KEYWORDS: Ancillary appeal, Right to be heard, 
Principle of legality, Descriptive element, Distinctive 
element, Nature of the goods and services 

FACTS: The applicant registered the figurative mark 
represented below as a CTM (IR) for goods within 
Classes 3 and 5. An application for invalidity was 
filed based on Article 52 (1) (a) CTMR in conjunction 
with Article 7 (1) (b) and (c) CTMR. The Cancellation 
Division partly upheld the application for invalidity. 

The Board of Appeal (BoA) partly upheld the CTM 
proprietor’s appeal. The invalidity applicant filed an 
action before the General Court (GC).

SUBSTANCE: The BoA disregarded the invalidity 
applicant’s observations in the course of the appeal 
proceedings because it erroneously considered 
them to have been filed belatedly. As regards 
the right to be heard under Article 75 CTMR, 
however, the invalidity applicant did not show that 
the BoA would have come to a different finding 
when taking it into account. Said observations 
contained, in essence, a repetition of the previous 
submissions which the BoA assessed in its decision. 
Furthermore, the national court decisions referred 
to are not binding for the BoA. Therefore, the action 
is rejected as far as it is based on Article 75 CTMR 
(Paras. 14‑22). The BoA, however, infringed Article 
8 (3) RP-BoA since said observations contained an 
ancillary appeal. After remittal, the BoA will have to 
assess the application for invalidity for the goods 
subject to the ancillary appeal (Paras. 23‑26, 67). 
On substance, the BoA correctly found that “hot” 
describes, within the meaning of Article 7 (1) (c) 
CTMR, the effect produced by massage oils, gels 
and lubricants for pharmaceutical use (Paras. 40‑
41). However, massage oils and gel form part of 

CTM
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the CTM’s specification which reads in French: 
“parfums, huiles essentielles, cosmétiques, notamment 
shampooings, gels pour la douche, lotions pour le 
corps, huiles de massage, gels, crèmes pour le visage.” 
According to the GC, the BoA therefore failed to draw 
the consequences of the CTM’s descriptiveness as 
regards massage oils and gels for those remaining 
goods. The term “notamment” refers to all three 
preceding goods “parfums, huiles essentielles, 
cosmétiques” since they are listed with a comma 
in between them rather than a semicolon which 
separates “parfums” from other preceding goods. In 
addition, there is a direct and specific link between 
these three goods in that “parfums” and “huiles 
essentielles” constitute “cosmétiques” since the latter 
can be defined as products which come into contact 
with the body’s surface in order to care for and to 
beautify it. This definition also applies for massage 
oils and gels. Therefore, according to the GC, the 
BoA erroneously dismissed the descriptiveness of 
the CTM for “parfums, huiles essentielles, cosmétiques, 
notamment shampooings, gels pour la douche, lotions 
pour le corps, huiles de massage, gels, crèmes pour le 
visage.” (Para. 42-48). By contrast, the CTM does not 
describe the goods “préparations pour blanchir et 
autres substances pour lessiver; savons” and “produits 
pour compléter l’alimentation (à usage médical)” since 
they do not have a hot temperature in nature. 
They are also not characterised by being used in 
a hot temperature only since they may be used 
in colder temperatures as well, which consumer 
may actually prefer. Other possible meanings of 

“hot” such as modern, attractive or sexy are not 
descriptive for these goods. Even if they convey 
positive connotations, these meanings remain too 
vague. Furthermore, the fact that the goods may 
be sold in sex shops is irrelevant for the descriptive 
character since this point‑of‑sale is not indicated in 
the goods’ specification (Paras. 49-51). As regards 
the CTM’s distinctive character under Article 7 (1) (b) 
CTMR, the claimed promotional character of “hot” 
on its own is insufficient for this provision to apply 
(Paras. 53-58). According to established Case-Law, 
national administrative and judicial decisions are 
not binding for the BoA. This is not put into question 
by Regulation 44/2001 of 22 December 2000 on 
jurisdiction and the recognition and enforcement 
of judgments in civil and commercial matters or 
by Article 109 CTMR. As follows from recital 15 of 
Regulation 44/2001, this regulation merely seeks to 
avoid contradictory judicial decision in two Member 
States and is thus not applicable for the Office. 
Article 109 CTMR prevents contradictory results in 
infringement proceedings as regards the effects of 
Community and national marks and thus does not 
concern the requirements for their protection. A 
national decision refusing protection for a national 
mark corresponding to the CTM does not give rise to 
an application of an absolute ground of protection 
under Article 7 (2) CTMR (Paras. 59‑63).
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Case T‑713/13; 9Flats GmbH v OHIM; Judgment of 
26 February 2015; Language of the case: DE

RESULT: Action dismissed

KEYWORDS: Likelihood of confusion, Weak trade 
mark, Visual similarity Phonetic similarity, Common 
element, Similarity of the signs, Identity of the 
goods and services, Similarity of the goods and 
services, Distinctive element, Minimum degree of 
distinctiveness

FACTS: The Opposition Division (OD) partly upheld 
the opposition against the CTMA (Classes 36, 39 and 
43) based on the earlier Spanish mark (Class 43). The 
Board of Appeal (BoA) partly upheld the applicant’s 
appeal. The applicant filed an action before the 
General Court (GC).

SUBSTANCE: With respect to Article 65 (4) CTMR, 
the GC interpreted the applicant´s request to 
annul the BoA decision in its entirety as seeking a 
partial annulment to the extent that the opposition 
was upheld (Paras. 16‑19). On substance, for the 
likelihood of confusion assessment the relevant 
public is confined to Spain even though the earlier 
Spanish mark´s services are rendered via the 
Internet and are directed at an English speaking 
public outside Spain as well (Paras. 23‑25). The GC 
confirms the BoA finding concerning the identity and 
similarity of the conflicting services (Paras. 27-36). 
Visually and aurally, the signs are similar on account 
of the common elements “flats” (Paras. 41-45). 
Conceptually, “flats” has no meaning for the relevant 
Spanish public. The element “com” of the CTMA is 
insufficient to convey a specific meaning for this 
sign. The fact that both signs consist of a different 
number placed directly in front of “flats” even 
contributes to their similarity (Paras. 49‑50). The 
signs are thus similar overall (Para. 51). Contrary to 
the applicant´s contention, in line with established 
Case‑Law, the earlier Spanish mark does not lack 
any distinctiveness since it is a registered national 
mark and thus has at least a minimum degree 
of distinctiveness (Paras. 57‑60). The applicant 
failed to show that contrary to the BoA finding the 
relevant public in Spain understands the English 
term “flat”. It does not belong to the elementary 
English vocabulary (Paras 62‑63). Given the relevant 
public´s average attentiveness, the similarity and 
identity of the services, the similarity of the signs 
and the normal degree of distinctiveness of the 
earlier sign, there is a likelihood of confusion (Para. 
67).

CTMA

Earlier Marks
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Case T‑551/13; Michael Radecki v OHIM; 
Judgment of 26 March 2015; Language of the 
case: DE

RESULT: Action dismissed 

KEYWORDS: Likelihood of confusion, Weak 
element, Specialist public, Similarity of the goods 
and services, Identity of the goods and services, 
Ending of mark, Figurative element, Visual similarity, 
Phonetic similarity

FACTS: The applicant sought to register the word 
mark AKTIVAMED as a CTM for goods and services 
within Classes 5, 11 and 44. An opposition based 
on the earlier figurative mark represented below, 
registered for goods and services in Classes 5, 10, 
11 and 44, was filed on the grounds of Article 8 (1) 
(b) CTMR. 
The Opposition Division dismissed the opposition. 
The Board of Appeal (BoA) upheld the opponent’s 
appeal. The applicant filed an action before the 
General Court.

SUBSTANCE: The relevant Austrian public consisting 
of general consumers and professionals in the 
medical and agricultural sector displays at least 
an average degree of attention. Contrary to the 
applicant’s contention, the attention as regards 
disinfectants and the goods in Class 11 is not 
necessarily enhanced (Paras. 25-28). The medical 
goods in Class 5 and the medical and veterinary 
services in Class 44 are similar and the remaining 
conflicting goods in Class 11 and the conflicting 
services in Class 44 are identical (Paras. 32‑37). Even 
if part of the relevant public understands the suffix 
“med” as a reference to medicine, in the combination 
of the signs at hand, it cannot be considered to be 
of minor importance for the comparison of the 
signs (Paras. 44-46). The earlier mark’s figurative 
element, which can be perceived as the initial of 
the word element “VAMED” underneath, appears 
as an addition to this word. The signs are visually 
lowly similar (Paras. 50‑55). Aurally the signs are 
similar to an average degree despite the different 
length, structure and rhythm of the signs arising 
from the first two syllables of the CTMA (Paras. 58-
59). The signs are fanciful and thus do not allow 
for a conceptual comparison (Para. 60). Given the 
similarity and identity of the goods and services, the 
average degree of distinctiveness of the earlier mark 
and the signs´ visual and aural similarity, the BoA did 
not commit an error to find a likelihood of confusion 
(Para. 66). Even for a highly attentive public it is not 
excluded that the marks are perceived to refer to 
the same commercial origin (Para. 67).

CTMA

Earlier Marks
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Case T‑24/13; Cactus SA v OHIM; Judgement of 15 
of July 2015; Language of the case: EN

RESULT: Action partly upheld (BoA decision partially 
annulled) 

KEYWORDS: Figurative element, Figurative trade 
mark, Proof of use, Relevant territory, Right of 
defence, Right to be heard, Use not as registered, 
Retail services, Distinctive element

FACTS: The applicant sought to register the figurative 
signs represented below as a CTMs for goods and 
services within Classes 31, 35 and 39. An opposition 
based on the earlier word mark Cactus as well as 
on an earlier figurative mark represented below 
was filed on the grounds of Article 8 (1) (b) CTMR. 
The Opposition Division (OD) upheld the opposition 
for “seeds, natural plants and flowers” in Class 31 
and “gardening, plant nurseries, horticulture” in 
Class 44, which are covered by the earlier word 
mark. The registration for the marks applied for was 
accepted for the services in Class 39.  The Second 
Board of Appeal (BoA) upheld the appeal filed by 
the opponent and dismissed the opposition in its 
entirety. It held that the OD had erred in considering 
that the applicant had adduced proof of genuine 
use of the earlier marks in respect of “retailing 
of natural plants and flower grains; fresh fruits 
and vegetables” services in Class 35. No proof of 
genuine use had been provided either for the goods 
and services covered by the earlier marks. Lastly, 

the BoA rejected the evidence produced by the 
applicant to prove genuine use of the earlier marks 
in respect of the services in Class 39, on the ground 
that the evidence had been submitted for the first 
time before the BoA. The opponent filed an action 
before the General Court (GC).

SUBSTANCE: The opponent relied on three pleas 
in law, alleging respectively (i) infringement of 
Article  42 (2) CTMR; (ii) infringement of Articles  75 
and 76 (1) CTMR, and (iii) infringement of Article 76 
(2) CTMR. With regard to THE SECOND PLEA, the 
opponent puts forward two complaints. First, 
that the BoA infringed Article 76 (1) CTMR by 
examining on its own motion whether “retailing of 
natural plants and flowers, grains, fresh fruits and 
vegetables” services in Class 35, were covered by 
the earlier mark and consequently, that the BoA 
infringed Article 75 CTMR since the opponent did 
not have the opportunity to present its comments 

CTMA

Earlier marks
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on that point. Secondly, the opponent submitted 
that the BoA erred in considering that the services 
in Class 35 were not covered by the earlier marks, 
and that the OD erred in considering that genuine 
use of the earlier marks in respect of those services 
had been established (Paras. 17-18).  Concerning 
the first complaint, the GC pointed out that proof 
of genuine use was an issue raised by the parties 
before the OD and the BoA. In this regard, the GC 
further stated that although the parties did not 
dispute the OD’s findings concerning genuine use 
in relation to the above mentioned services in 
Class 35, they none the less submitted comments 
on that finding (Paras. 25-27). In this light, the GC 
found that the BoA was required to examine the 
comments submitted by the parties in order to 
determine if the OD’s decision could be upheld. 
Therefore, the GC did not find an infringement of 
Article 76 (1) CTMR (Para. 28). The GC stressed that 
the BoA was entitled to examine on its own motion 
whether the referred services in Class 35 were 
covered by the earlier marks for the purposes of 
determining whether they had been put to genuine 
use. However, the GC found that the BoA committed 
a procedural error since it was required to give the 
parties an opportunity to present their comments, 
under Article 75 CTMR (Paras. 28, 30). Regarding the 
second complaint, the GC found that the BoA erred 
in finding that “retailing of the natural plants and 
flowers, grains; fresh fruits and vegetables” services 
were not covered by the earlier marks, since the 
opponent who registered its earlier marks before 

the entry into force of the Communication No 2/12 
and the judgement in “Praktiker”, had the option of 
using all the general indications listed in heading 
of Class 35 in order to demonstrate its intention to 
cover all the services in that Class. In this light, the 
GC found that the applicant was not required to 
specify the goods or types of goods concerned by 
the retail trade in goods (Paras. 38-40). The second 
plea in law was upheld.
With regard to the FIRST PLEA in law, the opponent 
alleged that the BoA infringed Article 42 (2) CTMR, 
by finding that it had failed to show that, in relation 
to “natural flowers and plants, grains” in Class 
31, the earlier marks had been put to genuine 
use (Para. 41). The GC pointed out that several 
documents provided by the opponent, showed 
only the figurative element of the earlier figurative 
mark, namely the stylised cactus, without the word 
element “Cactus” (Para. 59). In this regard, the 
opponent argued that the use of the stylised cactus 
constituted use of the earlier figurative mark that 
did not alter its distinctive character (Para. 59). It 
further submitted that the use of a stylised cactus 
was used as an abbreviation of the earlier figurative 
mark and therefore could be used for the purposes 
of establishing genuine use of the earlier figurative 
mark and therefore, there was no alteration of its 
distinctive character (Para. 60). The GC found that 
the earlier figurative mark was made of a figurative 
element, namely a stylised cactus, followed by the 
word element “Cactus” and these two elements of 
the earlier figurative mark convey in their respective 
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forms, the same semantic content. Furthermore, 
the GC pointed out that the representation of 
the mark was the same with the result that the 
consumer would equate the abbreviated form of 
the mark with its registered form, being regarded 
as essentially equivalent (Para. 61). Lastly, the 
GC found that it was not necessary for the marks 
concerned to be affixed to the goods in order to find 
genuine use of the mark in relation to them (Para. 
65); it further mentioned that in the specific plants 
and flowers sector, it is not an usual practice to affix 
a mark directly to those goods (Para. 66). In this 
light, the GC found that the BoA erred in deciding 
that the applicant had not proved genuine use of 
the earlier marks in relation to “natural flowers and 
plants, grains” in Class 31 (Para. 71) and upheld the 
first plea.
In the THIRD PLEA in law, the applicant claimed that 
the BoA infringed Article 76 (2) CTMR by rejecting 
evidence submitted by the applicant before the BoA, 
for the purpose of proving genuine use in respect 
of services in Class 39. The GC stated that the BoA 
correctly rejected the evidence of use of the earlier 
marks, since it had no discretion as to whether or 
not to take into account the evidence submitted 
for the first time before it (Paras. 85-86). The GC 
rejected the third plea in law.

Case T‑655/13, Enercon GmbH v. OHIM; Judgment 
of 28 January 2015; Language of the case: DE

RESULT: Action dismissed 

KEYWORDS: Colour mark, Figurative mark, Obvious 
mistakes, Distinctive element, Specialised public

FACTS:  The applicant sought the registration of 
the below CTM for goods in Classes 7, 16 and 28. 
The Opposition Division held that the mark lacks 
of distinctive character (Article 7 (1) (b) CTMR). The 
Board of Appeal (BoA) upheld that decision.

SUBSTANCE: INFRINGEMENT OF ARTICLE 43 (2) 
CTMR
The applicant claims that the BoA infringed the 
above mentioned provision by refusing the request 
of amendment of the category of mark to read as 
figurative mark with colour claim instead of mark 

CTMA
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in colour per se. The GC states that there are two 
conditions for accepting such amendments of CTM 
applications. It must be an obvious mistake and 
secondly it must not substantially change the trade 
mark (Paras. 13-14). As to the first condition, there 
is no indication as to obviousness of the mistake as 
claimed by the applicant. The sign as represented 
might be both a figurative mark with colour claim 
and a mark in colour per se. It is up to the applicant 
to choose the correct category of mark. Moreover, 
it must be stressed that the applicant requested 
for the first time the correction before the BoA. 
Consequently, the request was filed very late. This 
first condition was not fulfilled (Paras. 15-16). As 
to the second condition, a change in the category 
of a mark supposes according to the Case‑Law a 
substantial change of the mark, since it has a direct 
impact on the assessment on absolute grounds for 
refusal. For the case at hand, a colour mark per se 
has no shape and no limitation whereas a figurative 
mark (with colour claim) has a clear delimitation and 
shape (Paras. 16-17). This difference has a direct 
impact on the perception of the consumers. The 
second condition is also not fulfilled and the claim of 
infringement of Article 43 (2) CTMR is to be refused 
(Para. 18).
INFRINGEMENT OF ARTICLE 7 (1) (b) CTMR
The General Court (GC) reiterates the Case‑Law 
that colours per se will normally not indicate the 
origin of goods and services, except for exceptional 
situations. This might be the case if the colour has 
acquired distinctiveness through use (Article 7 (3) 
CTMR). (Para. 26).

The BoA was right in its conclusion that the colour 
green, also in variations, is the colour of nature, so 
that the colour applied for would help to integrate 
the goods in the nature. It serves to aesthetic 
purposes rather than indicating the origin of the 
goods. The colour green also indicates ecological 
friendliness as the BoA stated and the degradation 
of the colour in five equal grades of green is banal 
and would not render the sign distinctive. The GC 
confirms that the sign does not contain five different 
colours but only one in five grades. (Paras. 35-36).
Additionally, the GC stresses that goods as wind 
energy turbines will not be purchased by the 
high attentive specialized public because of the 
decoration or the outer appearance but after a 
deeper study and clear information of its origin.

Case T‑398/13; TVR Automotive Ltd v OHIM + TVR 
Italia S.r.l.; Judgment of 15 July 2015; Language of 
the case: EN

RESULT: Action upheld (BoA decision annulled)

KEYWORDS: Admissibility, Competence of the 
Boards, Entitlement to appeal, Evidence of use, 
Extent of use, Nature of use, Place of use, Proof 
of use, Request for proof of use, Res judicata, 
Substantiation of earlier right, Revocation grounds



Alicante News
Up to date information on IP and OHIM-related matters

October
2015

 ASEAN IP tools and cooperation

 10/09/2015, H&M Hennes & Mauritz v OHIM — Yves Saint 
Laurent, T‑525/13, EU:T:2015:617 and T‑526/13, 
EU:T:2015:614 Sacs à main

Registered Community Design

 The Former Yugoslav Republic of Macedonia 
joins Designview

 Observatory Plenary Meeting in Alicante

 Design e‑filing and e‑Services in Sweden

 OHIM website and online tools workshop ‑ Munich

September 2015

ETMDN Updates

More News

Statistical Highlights

 Luxembourg trade mark and design news 
 New decisions from the Boards of Appeal Case Law   

Quick Links

First Page

 James Nurton 
Interviews Lorenzo Litta

 First design registered in OHIM using our 3D uploader

 Trade mark e‑filing in Portugal

 IP Case Law Conference at OHIM

Case law

33

FACTS: The CTM applicant sought to register the 
figurative sign TVR Italia reproduced below for 
goods and services in Classes 12, 25 and 37.
An opposition was filed based on the earlier word 
CTM TVR registered in Class 12 and the earlier UK 
word mark No 2343460 registered in Classes 9, 11, 
25 and 41. The grounds relied on in support of the 
opposition were those referred to in articles 8 (1) (b), 
8 (4) and 8 (5) CTMR. The Opposition Division (OD) 
partially upheld the opposition. 
The CTM applicant filed an appeal before the 
Board of Appeal (BoA) against the OD’s decision, 
to the extent that it had refused the application for 
registration. At the same time, the CTM applicant 
filed an application for revocation of the earlier 
CTM with regard to all the goods in Class 12 covered 
by that mark and requested that the proceedings 
before the BoA be stayed pending a decision on the 
application for revocation.
The Cancellation Division (CD) rejected the 
application for revocation on the ground that the 
opponent had furnished proof of genuine use of the 
earlier CTM. The BoA dismissed the appeal brought 
against the CD’s decision as inadmissible because 
that appeal was out of time.
Once the proceedings resumed, the BoA upheld 
the appeal in its entirety, annulled the OD’s decision 
and rejected the opposition in its entirety. The BoA 
found that (i) the opponent had not furnished proof 
of genuine use of either the earlier CTM or the earlier 
UK mark and (ii) the opposition was to be rejected in 
so far as it was based on Article 8 (4) CTMR. 

The CTM applicant filed an application for annulment 
before the General Court (GC) and relied on two 
pleas in law, alleging, first, infringement of article 
42 (2) and (3) CTMR and, secondly, infringement of 
Article 42 (2) CTMR read in conjunction with Article 
15 (1) CTMR.

SUBSTANCE: 
ADMISSIBILITY
The GC rejected the CTM applicant’s arguments 
that the action was brought out of time and that 
the opponent had not established its standing to 
bring proceedings on the ground that it is not the 
proprietor of the earlier trademarks (Paras. 24‑30).
INFRINGEMENT OF ARTICLE 42 (2) AND (3) CTMR  
The GC upheld the first plea in law, finding that the 
BoA erred in rejecting the opposition on the basis 
of allegedly insufficient use of the earlier UK TM. As 
a matter of fact, the CTM applicant did not request 
proof of genuine use of the earlier UK TM during the 

CTMA

Earlier marks
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proceedings before the Office, nor was it entitled to 
do so since the five-year period had not yet expired 
on the date of publication of the CTM application 
(Paras. 33‑35). 
INFRINGEMENT OF ARTICLE 42 (2) CTMR, READ 
IN CONJUCTION WITH ARTICLE 15 (1) CTMR, AND 
FAILURE TO TAKE ACCOUNT THE PRINCIPLES OF 
RES JUDICATA / NON BIS IN IDEM AND THE ADAGE 
VENIRE CONTRA FACTUM PROPRIUM
The GC rejected the first part of the plea in law 
and found that the BoA was not obliged to follow 
faithfully the considerations set out in the CD’s 
decision which ruled in the opponent’s favour on 
whether there had been genuine use of the earlier 
CTM. Furthermore, the GC held that the subject‑
matter of the opposition proceedings and the 
revocation proceedings was not entirely identical 
since the five-year periods in respect of which 
genuine use of a CTM is required were different: 
therefore, the BoA had the authority to reassess the 
evidence (Paras. 38-40).
With regard to the second part of the plea in law, 
the GC concluded that the BoA erred in rejecting the 
opposition based on the failure to prove genuine 
use of the earlier CTM, since the BoA misunderstood 
Article 42 (2) CTMR and incorrectly assessed the 
evidential value of the relevant evidence as a whole 
(Paras. 51, 59). 
Having regard to all the evidence produced by 
the opponent, the use of the earlier CTM was 
established during a substantial part of the five-year 
period (Paras. 54‑56). Furthermore, the evidence 

was sufficient from a territorial point of view and 
demonstrated the nature and a certain scale of 
use of the earlier CTM during the relevant period 
(Para. 57). The fact that the production and sale 
of the products fell and that their manufacture 
ceased because of the insolvency of the factory in 
the UK in the relevant period is not sufficient for the 
contrary conclusion to be reached, having regard to 
the proven attempts by the opponent of that trade 
mark to revive the production of such products and 
its commercial activities during the relevant period 
(Para. 59).

Case T‑254/13; Stayer Ibérica, SA v OHIM; 
Judgment of 4 June 2015; Language of the case: 
EN

RESULT: Action partly upheld (BoA decision partially 
annulled) 

KEYWORDS: Admissibility, Complementary goods 
and services, Identity of the goods and services, 
Extent of use, Evidence of use, Likelihood of 
confusion, Nature of goods and services, Purpose 
of goods and services, Dissimilarity of the goods 
and services, Specialised public, Relevant territory, 
Request for proof of use, Nature of use, Proof of use

FACTS: The applicant registered the figurative mark 
represented below as a CTM for goods and services 
within Classes 7, 8 and 39. An invalidity application 
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based on earlier international word mark STAYER 
registered for goods and services in Classes 3, 8 
and 16 was filed on the grounds of Article 53 (1) (a) 
and 8 (1) (b) CTMR. The Cancellation Division (CD) 
rejected the invalidity application finding that the 
invalidity applicant had not established genuine use 
of the earlier trade mark. The Board of Appeal (BoA) 
partially upheld the appeal finding that the invalidity 
applicant had established genuine use of the earlier 
trade mark in Germany for “PU hand float trowels” 
in Class 8 and that some of the goods in Classes 7 
and 8 covered by the contested CTM were similar 
to them. Further BoA found that the signs were 
sufficiently similar to create likelihood of confusion. 
The applicant filed an action before the General 
Court (GC).

SUBSTANCE: 
FIRST PLEA – Article 76 (2): The GC recalls judgment 
in New Yorker SHK Jeans v OHIM, C‑621/11 P and 

states that where evidence which is considered to be 
relevant for the purposes of establishing use of the 
mark at issue has been produced within the time‑
limit set by the Office under Rule 40 (6) CTMIR, the 
submission of additional proof of such use remains 
possible after the expiry of that time‑limit. In such a 
case, the Office is in no way prohibited from taking 
account of evidence submitted out of time through 
use of the discretion conferred on it by Article 
76 (2) CTMR (Para. 32). In the context of invalidity 
proceedings, taking facts or evidence of genuine use 
submitted out of time into account is particularly 
likely to be justified where the Office considers, first, 
that the evidence submitted late is, on the face of it, 
likely to be relevant to the outcome of the invalidity 
proceedings brought before it and, second, that 
the stage of the proceedings at which that late 
submission takes place and the circumstances 
surrounding it do not preclude such evidence being 
taken into account (Para. 33). The fact that the 
invoices submitted out of time concerned a larger 
number of goods than those produced before the 
CD is not capable of calling into question the fact 
that they constitute additional evidence (Para. 37). 
Further, it is not necessary that the party concerned 
be unable to submit evidence within the time‑limit 
(Para. 41).
SECOND PLEA – Article 15: Although Article 15 (1) 
(b) CTMR refers only to the use of a CTM, it must 
be applied by analogy to the use of an earlier trade 
mark registered under international arrangements 
having effect in a Member State, given that Article 57 

CTMA

Earlier mark
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(3) CTMR states that Article 57 (2) CTMR is to apply to 
the earlier national trade marks referred to in Article 
8 (2) (a) CTMR (Para. 53). The invalidity applicant has 
adduced evidence of delivery of goods covered 
by the earlier trade mark to an end customer and 
thus of use on the market of that earlier trade mark 
(Paras. 57‑61).
THIRD PLEA – Article 8 (1) (b): The relevant territory 
is that of Germany. Having regard to the goods in 
question in Classes 7 and 8, the relevant public 
comprises both the general public and professionals 
in, for example, the construction sector, and that 
public has a relatively high degree of attention 
(Paras. 71, 74‑76). The similarity of the signs was not 
called in question by the invalidity applicant and the 
GC upholds BoA’s decision (Para. 79). Regarding the 
similarity of the goods, the “PU hand float trowels” 
in Class 8, covered by the earlier trade mark, can be 
described as tools. Accordingly, they are identical 
to the “equipment and tools” in Class 7 covered by 
the contested trade mark (Para. 84). Other goods 
in Class 7 covered by the contested trade mark are 
essentially power‑driven machines and components 
thereof, whereas the relevant goods covered by the 
earlier trade mark are hand‑operated. It infers from 
this that, although those goods are tools that can be 
offered to consumers through the same channels, 
their nature and method of use are different. Those 
goods are also likely to be manufactured by different 
companies (Para. 94). The fact that goods are part 
of the same construction process does not permit 
a finding that there is a close connection between 

them: the BoA did not explain how the goods in 
question covered by the contested trade mark were 
indispensable or important for the use of the goods 
covered by the earlier trade mark, or vice versa. The 
GC further observes that the goods in question are 
not part of the same stage of a construction process 
and they will not be found in the same sections 
of DIY store (Para. 97). The goods at issue cannot 
be regarded as capable of belonging to a single 
tool family (Para. 98). The points of dissimilarities 
between the goods in question outweigh the 
similarities. Thus, the “parts of cutting and polishing 
diamond machines; bits and cutting wheels for the 
following industries: marble, granite, stone, clay, 
slabs, tiles and brick, and, in general terms, cutting 
tools as parts of the equipment included in Class 7” 
in Class 7 and “hand held abrasive items (wheels 
and grinding wheels)” in Class 8 covered by the 
contested trade mark are neither complementary to 
nor in competition with the “PU hand float trowels” 
in Class 8 covered by the earlier trade mark, nor are 
they interchangeable with those goods (Para. 102). 
Since one of the essential conditions for applying 
Article 8 (1) (b) has not been satisfied in regards of 
part of the contested goods, the BoA decision was 
partially annulled (Paras. 105‑107).
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Case T‑41/14; Argo Development and 
Manufacturing Ltd v OHIM; Judgment of 28 
January 2015; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Conflict of design with prior design, 
Freedom of designer, Immaterial details, Individual 
character, Normal use of design, Overall impression, 
Visible features of design, Novelty, Informed user, 
Bad faith

FACTS: The design holder registered the design 
represented below with the product indication 
“advertising articles”. An invalidity application 
for lack of novelty and individual character was 
filed based on the designs represented below. 
The Invalidity Division upheld the application for 
invalidity. The Board of Appeal (BoA) in turn upheld 
the design holder´s appeal. The invalidity applicant 
filed an action before the General Court.

SUBSTANCE: The contested design does not 
constitute a complex product and thus the invalidity 
applicant cannot effectively claim that part of the 
handles do not remain visible during normal use 
under Article 4 CDR (Paras. 13-18). As to the novelty, 
the differences in the conflicting signs’ handles is 
not immaterial within the meaning of Article 5 (2) 
CDR (Paras. 19‑25). The contested design applies 
to a rectangular cardboard signboard divided into 
pleads, which can be folded like an accordion, and 

that the signboard can be used in an unfolded 
position in order to convey a message or, in a folded 
state, to produce a sound effect (Paras. 30-33). The 
informed users are both the persons who use the 
signboards at group events and the bodies which 
buy and distribute them (Para. 35). The rectangular 
shape of the cardboard signboard and its division 
into accordion‑like foldable pleats constitute two 
features in relation to which the designer has 
a very limited degree of freedom. The handles 
are the only part of the signboards in relation to 
which the designer had some creative freedom 
(Paras. 37-48). For the comparison of the overall 
impression, therefore, the aspect of the handles 
plays an essential role. The handles are visible 
folded and unfolded. The handles in the earlier 
designs (3) and (4) are attached whereas they are 
represented as a line of perforations to be pressed 
out in the RCD. Given the very limited degree of 
freedom of the designer these differences produce 
a different overall impression. The handles in the 
earlier designs (1) and (2) are cut out and have an 
oblong shape, whereas they have a semi‑circular 
shape in the RCD. In addition, they are positioned 
differently on the signboard. Hence, they also give 
rise to a different overall impression (Paras. 49-63). 
The invalidity applicant cannot claim that the holder 
was registered in bad faith since Article 25 (1) CDR is 
exclusive in character and does not provide for such 
an invalidity ground (Paras. 65‑66).
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RCD

Earlier designs

Earlier designs
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Case T‑625/14; Wm. Wrigley Jr. Company v OHIM; 
Order of 24 June 2015; Language of the case: EN

RESULT: Action dismissed 

KEYWORDS: Figurative trade mark, Shape of the 
product, Distinctive element  

FACTS: The CTM applicant sought to register the 
figurative sign indicated below for goods in Classes 
3, 21, 30. The examiner rejected the application for 
registration in respect of some goods in Classes 3 
and 30, namely “confectionery, candy, drops and 
lozenges”. The Board of Appeal (BoA) dismissed 
the appeal, taking the view that the sign lacked 
distinctive character for the relevant goods. Before 
the General Court (GC), the CTM applicant alleged 
infringement of article 7 (1) (b) CTMR.

SUBSTANCE: The GC rejected the single plea in law 
as manifestly unfounded and the whole action as 
manifestly lacking any foundation in law.
First, the GC highlighted that when the sign is affixed 

to the goods at issue (namely “confectionery, candy, 
drops and lozenges”), it will be perceived as having 
the appearance of those goods, not the appearance 
of a ball, shield or logo (Para. 22). 
Secondly, it held that, after finding that the shape 
of that mark was extremely common for the goods 
at issue, the BoA correctly concluded that the 
separation of the mark into two halves by different 
tones did not make it sufficiently distinctive with 
regard to the relevant goods (Para. 23).
Moreover, the GC considered that a sphere or full 
circle is a banal shape and that there is no originality 
in the use of different tones (Para. 24).

Case T‑626/14;  Wm. Wrigley Jr. Company v OHIM; 
Order of 24 June 2015; Language of the case: EN

RESULT: Action dismissed

KEYWORDS: Figurative trade mark, Shape of the 
product, Distinctive element    

FACTS: The CTM applicant sought to register the 
figurative sign indicated below for goods in Classes 
3, 21, 30. The examiner rejected the application for 
registration in respect of some goods in Classes 3 
and 30, namely “confectionery, candy, drops and 
lozenges”. The Board of Appeal (BoA) dismissed 
the appeal, taking the view that the sign lacked 
distinctive character for the relevant goods. Before 
the General Court (GC), the CTM applicant alleged 
infringement of article 7(1) (b) CTMR.

CTMA
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SUBSTANCE: The GC rejected the single plea in law 
as manifestly unfounded and the whole action as 
manifestly lacking any foundation in law.
First, the GC highlighted that when the sign is affixed 
to the goods at issue (namely “confectionery, candy, 
drops and lozenges”), it will be perceived as having 
the appearance of those goods, not the appearance 
of a ball, shield or logo (Para. 22). 
Secondly, it held that, after finding that the shape 
of that mark was extremely common for the goods 
at issue, the BoA correctly concluded that the 
separation of the mark into two halves by different 
tones did not make it sufficiently distinctive with 
regard to the relevant goods (Para. 23).
Moreover, the GC considered that a sphere or full 
circle is a banal shape and that there is no originality 
in the use of different tones (Para. 24).

Case T‑229/14; Norma Lebensmittelfilialbetrieb 
Stiftung & Co. KG v OHIM; Judgment of 16 June 
2015; Language of the case: DE

RESULT: Action dismissed 

KEYWORDS: Company name, Dominant element, 
Enhanced distinctiveness, Evidence of use, 
Likelihood of confusion, Phonetic similarity, Press 
articles, Similarity of the goods and services, 
Similarity of the signs, Specialised public, Visual 
similarity, Distinctive element, Identity of the goods 
and services, Relevant territory 

FACTS: The applicant sought to register the word 
mark Yorma Eberl as a CTM for goods and services 
within Classes 3, 5, 21, 24, 25, 28 to 36, 40 and 43. 
An opposition based on several earlier word marks 
NORMA registered for goods and services in Classes 
3, 5, 8, 9, 11, 16, 18, 21 to 23, 24, 25, 28 to 36, 38, 
39, 41 and 42 was filed on the grounds of Article 8 
(1) (b) CTMR. The Opposition Division rejected the 
opposition. The Board of Appeal (BoA) rejected the 
appeal. In the overall impression the BoA considered 
that given the average distinctive character of the 
earlier marks and the degree of visual and phonetic 
similarity below the average between the signs, 
there was no risk of confusion, including for identical 
products and services. The opponent filed an action 
before the General Court (GC).

CTMA
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SUBSTANCE: FIRST PLEA OF LAW (ARTICLE 8 (1) 
(b) CTMR): Based on the earlier CTMs and German 
marks, the relevant public is the public in EU and 
Germany and consists of final consumers as well 
as of specialised public (Para. 18). The majority of 
the goods and services is identical and the rest is 
similar (Para. 22). Visually, the signs differ in the 
first letter of the word elements “NORMA” and 
“Yorma”. Further, the mark asked for contains the 
element “eberl” and both elements (“Yorma” and 
“Eberl”) are of the same importance. The GC also 
highlights that the mark asked for is two‑times 
longer that the earlier mark (Para. 28). Phonetically, 
the mark asked for consists of four syllables while 
the earlier mark of two which distinguishes the 
marks in length, rhythm and accentuation (Para. 
29). Conceptual comparison is not possible (Para. 
30). The opponent’s argument that an uncommon 
surname (Yorma), located in first place, occupy a 

distinctive position autonomous from the last name 
(Eberl), must be rejected, since it is not shown that 
the family name Eberl would be ordinary. Even if the 
element “Yorma” was considered a first name and 
despite being placed in first position in the mark 
applied for, it cannot be regarded as being more 
distinctive than the “Eberl” element. The mark is thus 
composed of two elements of equal importance and 
the term “Eberl” cannot be regarded as negligible. 
Therefore, GC rejects the argument that only the 
elements “Norma” and “Yorma” should be compared 
(Paras. 34‑36). As regards the period from which the 
evidence on the distinctive character of the earlier 
trademark is to be submitted, the relevant date for 
assessing the merits of the opposition is filing of the 
trade mark application against which it is directed 
(Para. 44). The GC recalled that the recognition of 
the distinctive character of the earlier marks based 
on information from Wikipedia must be rejected, 
since, being based on an article from a collective 
encyclopaedia established on the internet, the 
content can be changed at any time and, in some 
cases, by any visitor, even anonymously, such a 
finding is based on uncertain information (Para. 
47). Other evidence concerning the information 
on Internet proves an advertising effort of the 
opponent in order to increase public’s awareness of 
it. However, it is not this effort that is decisive but 
the actual knowledge of the public that results from 
this effort (Para. 49). The evidence provided by the 
opponent can attest the length of use of the earlier 
mark and a certain market share, however, the their 

CTMA
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probative value of them is relative taking to account 
how old they are in relation to the filing date of the 
CTM application. Moreover, the distinctiveness has 
not been clearly established to an accurate and 
specific detail for the relevant goods and services 
(Paras. 51‑52). The LOC was not found (Para. 55).
SECOND PLEA OF LAW (ARTICLE 8 (4) CTMR): The 
opponent alleged, in essence, infringement of 
Article 8 (4) CTMR as a result of the existence of 
LOC under Article 8 (1) CTMR. However, since the 
LOC under Article 8 (1) (b) CTMR was not found, 
the opponent has not established any error in the 
contested decision regarding the absence of LOC on 
the basis of Article 8 (4) CTMR (Paras. 64-66).

Case T‑55/14; Genossenschaftskellerei Rosswag‑
Mühlhausen eG v OHIM; Judgment of 14 July 
2015; Language of the case: DE

RESULT: Action dismissed 

KEYWORDS: Geographical origin, Principle of 
legality

FACTS: The applicant sought to register the word 
mark LEMBERGERLAND as a CTM for goods within 
Class 33. The examiner refused to register the word 
as a CTM based on Article 7 (1) (j). The Board of 
Appeal dismissed the applicant’s appeal finding that 
the mark applied for contained the geographical 
indication “Lemberg”, protected in the European 

Union for wines originating from South Africa under 
the Agreement between the European Community 
and the Republic of South Africa on trade in wine 
(the Agreement between the Community and the 
Republic of South Africa), whilst the wine subject 
of the mark applied for did not originate from that 
place of provenance. The applicant filed an action 
before the General Court (GC).

SUBSTANCE: The GC observed that “Lemberg” (as 
an estate) is a protected geographical indication 
within the territory of the European Union for wines 
originating from South Africa under the provisions 
of the Agreement between the Community and the 
Republic of South Africa (Para. 16). In accordance 
with the definition of geographical indication under 
Article 22 (1) TRIPS, there is no reason to conclude 
that a “locality” within the meaning of that provision 
could not be constituted by a wine‑growing estate 
or that such a “locality” must be limited to a territory 
based on its size or its formal administrative division 
(Para. 18). Regarding the argument that the CTMA 
is a new fanciful term, the GC recalls that it suffices 
that the mark applied for contains or consists of 
elements which enable the geographical indication 

CTMA
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in question to be identified with certainty. The sign 
applied for Lembergerland is a word consisting 
inter alia of the protected geographical indication 
“Lemberg” that is clearly identifiable within that sign 
(Para. 22‑23). Article 7 (1) (j) CTMR applies without it 
being necessary to consider whether the mark for 
which registration is sought is liable to deceive the 
public or not, or whether it leads to a likelihood of 
confusion regarding the origin of the product (Para. 
26). The additional letters contained in the sign 
applied for do not confer a fanciful character on 
the geographical indication “Lemberg”, in so far as 
the term “Lemberger” is, in the German language, 
an adjective that comes from the word “Lemberg” 
and the term “Land” means “region, territory”,  in 
that language, which means that it is possible to 
interpret the sign applied for as a reference to a 
“region of Lemberg” or a “territory of Lemberg”. 
Therefore, the mark applied for does not have its 
own autonomous meaning that would  significantly 
distinguish it from the geographical indication 
“Lemberg” (Para. 28). The fact that the mark applied 
for has been registered in Germany does not call 
into question the legality of the contested decision 
(Paras. 32‑33). 
The principle of equal treatment, of which 
infringement has been claimed by the applicant, 
must be consistent with respect for the principle 
of legality (Paras. 35‑36). The applicant cannot 
reasonably rely, for the purposes of undermining 
the conclusion reached by the BoA in the contested 
decision, on the Office’s previous decisions 

concerning the registration of signs containing 
the elements “fisch” or “sonne” as CTMs (Para. 38). 
Regarding the argument that the protection of the 
South African geographical indication “Lemberg” 
has not prevented the Austrian vineyard St. 
Magdalena am Lemberg from also being protected 
as a geographical indication under the Agreement 
between the Community and the Republic of South 
Africa, the GC confirms BoA’s conclusion that 
purported legal problem did not in any way form 
the subject‑matter of the proceedings in question 
(Paras. 39‑40).

Case T‑319/14; Drogenhilfe Köln Projekt GmbH 
v OHIM; Judgment of 16 April 2015; Language of 
the case: DE

RESULT: Action dismissed 

KEYWORDS: Descriptive element, Distinctive 
element, Nature of the goods and services, Purpose 
of the goods and services

FACTS: The applicant sought to register the word 
mark Rauschbrille as a CTM for goods and services 
within Classes 9, 41 and 44. The examiner refused 
to register the word as a CTM on the grounds of 
Articles 7 (1) (b) and (c) CTMR.
The Board of Appeal (BoA) dismissed the applicant’s 
appeal. As regards Article 7 (1) (c) CTMR, it found 
that the term “Rauschbrille” would be understood 
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by the relevant public as “glasses simulating alcohol 
intoxication” or “glasses protecting from alcohol 
intoxication” and would not be perceived as more 
than a sum of its elements. Thus, the sign was found 
descriptive of glasses in Class 9. As regards Article 7 
(1) (b) CTMR, the BoA found that these glasses, which 
recreate intoxication or give their holders a feeling of 
artificial intoxication, could easily designate cultural 
events concerning a theme of drugs (Class 41) and 
could convey the idea of medical and psychological 
treatment to simulate intoxication during “aversion 
therapy” (Class 44). Therefore, the BoA found that 
the sign lacked distinctive character under Article 7 
(1) (b) CTMR. The applicant filed an action before the 
General Court (GC).

SUBSTANCE: With regards to the descriptive 
character of the sign under Article 7 (1) (c) CTMR, 
the GC considers that the sign applied for is a 
neologism made up of the terms “Rausch” and 
“Brille”. Considering the German grammar rules, 
the relevant German‑speaking public will clearly 
understand that the term designates “glasses 
simulating alcohol intoxication” or “glasses 
protecting from alcohol intoxication”. The GC 

confirms the BoA’s finding that the sign is not a 
fancy term and has no additional meaning than a 
sum of the two words used (Para. 22). Therefore, 
the BoA correctly concluded that the sign applied 
for is descriptive of “glasses” in Class 9 (Para. 24). 
As regards the lack of distinctive character of the 
sign under Article 7 (1) (b), the average German‑
speaking consumer perceives easily the meaning 
of “Rauschbrille”. So it will understand immediately, 
when confronted with services from Class 41, that 
“intoxication glasses” are used as an empirical tool 
in classes on the prevention of alcoholism and drug 
addiction, or as a more complex tool in the scope 
of sport games. The sign could also easily refer to 
cultural events with a drugs theme (Para. 34). As for 
Class 44, from the point of view of the relevant public, 
the use of “Rauschbrille” in the scope of a medical 
and psychological treatment was conveying the 
idea that intoxication glasses were used to simulate 
intoxication during “aversion therapy” (Para. 35). 
Considering the above, the GC concludes that the 
sign applied for is not able to guarantee the identity 
of origin of the services at issue (Para. 36). The GC 
adds that the argument of the applicant concerning 
Article 12 CTMR cannot be accepted. This provision 
concerns only signs already registered and cannot 
modify the conditions of registration under Article 7 
(1) (b) (Para. 37).

CTMA
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Case T‑621/14; Infocit ‑ Prestação De Serviços, 
Comércio Geral e Indústria, Lda. v OHIM; 
Judgment of 24 June 2015; Language of the case: 
EN

RESULT: Action dismissed 

KEYWORDS: Admissibility, Distinctive element, 
Likelihood of confusion, Relevant territory, 
Specialised public, Visual similarity, Common 
element, Phonetic similarity, Conceptual similarity, 
Similarity of the goods and services, Identity of the 
goods and services 

FACTS: The CTM applicant sought to register the 
word mark DINKOOL for goods and in Classes 
1, 2, 3, 6, 7, 12, 16, 20 and 21. An opposition was 
filed, based on the earlier International trade mark 
DIN (fig. mark) as represented below, protected in 
several Member States (including Germany) for 
goods in Classes 1‑34. The opposition was further 
based on the non‑registered sign DIN, used in the 
course of trade in Germany for the development 
of norms, standards and technical rules. The 
opposition was based on Article 8 (1) (b) CTMR and 
8 (4) CTMR. The Opposition Division rejected the 
opposition. The Board of Appeal (BoA) annulled the 
decision, found a likelihood of confusion and, based 
on Article 8 (1) (b) CTMR, rejected the CTMA in its 
entirety. The applicant filed an action before the 
General Court (GC).

SUBSTANCE: The GC noted at the outset that the 
applicant´s claim that the earlier mark has not been 
genuinely used was raised for the first time before 
the GC and is therefore inadmissible (Paras. 16‑20). 
The BoA rightly considered the relevant territory 
to be Germany and the relevant public to be 
the reasonably well‑informed, observant and 
circumspect general public as well as a professional 
public with a higher level of attention. The GC 
confirmed the BoA´s findings of a visual similarity 
between the signs due to the identity of the word 
element “Din”. Furthermore, the element “Din” 

CTMA

Earlier marks
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is the only element of the earlier mark and is the 
first element of the mark applied for, to which the 
consumer normally attaches more importance 
(Paras. 42‑45). Phonetically, there is a limited 
degree of similarity, as the signs present differences 
in terms of the number of syllables and letters, 
and slight differences in rhythm and intonation. 
Conceptually, “DIN”, will either be perceived as 
a fantasy word or as a reference to the activities 
of the opponent. In the first scenario there is no 
conceptual similarity between the marks, whereas 
in the second scenario there is (Paras. 50‑53). In 
light of the identity and similarity of the goods and 
the visual, phonetic and (for part of the relevant 
public) conceptual similarities the BoA in its overall 
assessment was right to conclude that a likelihood 
of confusion exists (Paras. 58-61). Based on the 
foregoing, the action was dismissed.
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New Decisions from the Boards of 
Appeal

The cases can be found on our 
website.

Please note that the full number including 
slash has to be entered in our database 
under ‘Appeal Nº’, without the letter ‘R’.  
e .g. Case R 219/2004-1 has to be entered 
under ‘Appeal Nº’ as: 0219/2004‑1

Decision of 30 July 2015 – R 924/2013‑1 – SHAPE 
OF A LIGHTER WITH WORD DEVICE ‘CLIPPER’ (3D 
MARK); Language of the case: EN

RESULT: Decision annulled. 

KEYWORDS:  Distinctive element, Distinctiveness 
acquired by use, Dominant element, Function of trade 
mark, Functional element, Nature of the goods and 
services, Shape of the products, Three dimensional 
mark.

FACTS: The cancellation applicant filed an 
application for a declaration of invalidity of the 
three‑dimensional mark ‘SHAPE OF A LIGHTER 
WITH WORD DEVICE ‘CLIPPER’ for all the registered 
goods and services in Classes 4, 34 and 35. The 
absolute grounds for invalidity invoked were those 
laid down in Article 52(1)(a) CTMR in conjunction 

with Article  7(1)(a) CTMR (graphic representation), 
Article 7(1)(b) CTMR (distinctive character), Article 
7(1)(c) CTMR (descriptive character), Article 7(1)(e)
(i) CTMR and Article 7(1)(e)(ii) CTMR (functionality). 
The Cancellation Division rejected the request. The 
cancellation applicant filed an appeal. By interim 
decision of the First Board of Appeal of 31 July 2014 
(R 924/2013‑1), the case was remitted to the Grand 
Board, as it was considered to be legally important 
in the sense of Article 135(3) CTMR. By decision of 22 
June 2015 (R 924/2013-G) the Grand Board decided 
to remit the case back to the First Board. The Grand 
Board took note that there had been further case‑
law on the question involved, in particular decision 
of 04/03/2015, R 295/2014‑G, 300, Recordal of a 
Disclaimer, § 22‑32 and judgment of 07/05/2015, 
C‑445/13P, Voss Bottle, EU:C:2015:303.

SUBSTANCE: The First Board found that the three‑
dimensional trade mark, represented in five views, 
where the shape was functional and non‑distinctive 
but which had a non‑functional and distinctive 
element (CLIPPER) on one of the views, which 
however was not the object of any description, was 
to be declared invalid on the basis of Article 7(1)(e)(ii) 
CTMR (CLIPPER was not an essential element), Article 
7(1)(b) CTMR (lacking distinctiveness) and Article 7(1)
(a) CTMR (unclear graphic representation).

The Board found that by protecting a three‑
dimensional trade mark, it indicated that the 
predominant and essential element of the protected 

https://oami.europa.eu/eSearchCLW/
https://oami.europa.eu/eSearchCLW/
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subject‑matter was the shape, and that the word 
element could be considered ‘de minimis’. 

The Board was of the opinion that the word device 
was not decisive in order to consider the trade 
mark distinctive in the sense of Article 7(1)(b) CTMR. 
There was no general rule that an element that 
was distinctive in isolation always made the sign 
as a whole distinctive when combined with other 
elements.

The Board found that the graphic representation of 
the trade mark was not sufficient to represent the 
trade mark according to the standards required. The 
presence of the word device ‘CLIPPER’, on a trade 
mark that was applied for as a ‘three‑dimensional 
trade mark’, with a representation consisting of 
five images and without further description of the 
elements that fell within the scope of protection 
and the elements that did not fall within the scope 
of protection, did not allow the Office and economic 
operators to identify and perceive the sign without 
ambiguity. Thus, the graphic representation was not 
sufficiently clear pursuant to Article 4 CTMR.

Link to eSearch Case Law

Decision of 9 July 2015 – R 863/2011‑G – Malta 
Cross + International + Foundation (FIG. MARK) 
/ Malteserkreuz (FIG. MARK); Language of the 
case: EN

RESULT: Decision annulled. 

KEYWORDS: Catalogue, Complementary goods 
and services, Complex mark, Conceptual identity, 
Declaration, Distinctive element, Dominant element, 
Due cause, Emblem, Enhanced distinctiveness, Evidence 
of use, Figurative element, Figurative trade mark, Filing 
date, Identity of the goods and services, Likelihood of 
confusion, Nature of the goods and services, Phonetic 
similarity, Relevant territory, Reputation, Similarity 
of the goods and services, Similarity of the signs, 
Substantiation of earlier right, Unfair advantage, Visual 
similarity, Well known facts need no evidence.

FACTS:  The applicant sought to register a 
figurative mark as represented below for services 
in Classes 35, 36 and 45. The opponent filed an 
opposition against the registration of the contested 
CTMA invoking Article 8(1)(b) CTMR (likelihood 
of confusion) and Article  8(5) CTMR (enhanced 
protection for reputed trade mark). The opposition 
was based on the opponent’s figurative mark 
represented below and relied on services in Classes 
39, 41 and 42. The Opposition Division rejected the 
opposition by its decision, which was appealed by 
the opponent. By interim decision of 21 June 2012, 
the First Board of Appeal suspended the appeal 

https://oami.europa.eu/eSearchCLW/#basic/*///number/0924%2F2013
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and remitted the CTM application to the examiner 
in the Operations Department for an assessment of 
whether the consent of the competent authorities 
had been given for the registration of the contested 
CTM application under Article 7(1)(h) and (i) CTMR. 
The examiner rejected the contested trade mark 
application for, inter alia, all the services pursuant to 
Article 7(1)(i) CTMR. 

Following an appeal by the applicant the Second 
Board annulled the decision of the examiner by 
decision of 22/01/2014, R 490/2013‑2. It concluded 
that the heraldic content of the protected emblems 
and flags of the State of Malta and of the Order 
of Malta, could not be seen to consist only of the 
Maltese cross, but contained other characteristic 
elements, that was the red background and their 
specific shapes, which were not present in the sign 
applied for. Also taking into account the widespread 
use of the Maltese cross as such by different 
institutions, organizations and companies, the 
simple fact that the sign applied for contained such 
a cross was not enough to constitute an imitation of 
protected emblems and flags in the sense of Article 
7(1)(i) CTMR, and therefore, no authorization or 
consent to register the sign was necessary from the 
Order of Malta.

The opposition case resumed. By interim decision 
of 10 April 2014, the First Board, referring to the 
decisions of 22 January 2014, R 490/2013‑2 and 
of 10 April 2014, R 863/2011-4, took the view that 

it was justified by the special circumstances of the 
case to remit the present case to the Grand Board, 
pursuant to Article 1(b)(1) RP‑BoA.

SUBSTANCE: The Grand Board found that the case 
was important for the clarification of the ambit of 
protection under the relative grounds for refusal 
of a sign: the eight‑pointed Maltese Cross, that had 
been registered in Germany as a trade mark by 

CTMA

Earlier German trade mark
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an authorised association, an organization within 
the Order of Malta, which used that sign in the 
furtherance of its welfare activities on the market 
and which usually was referred to as ‘Malteserkreuz’. 
The applicant of the trade mark claimed that it 
belonged to the ‘independent priories’ of the Order 
of Malta and that the eight‑pointed cross belonged 
to ‘of all mankind’ and had therefore a low distinctive 
character due to its use by other organisations. 

The case provided key pointers on the coexistence 
on the same market (Germany) by homonyms, 
i.e. organisations that use the identical sign and 
have the same historic origin as, in this case, the 
(catholic) ‘Malteserorden’ and the (protestant) 
‘Johanniterorden’. These were the only organisations 
in Germany using the Maltese cross and with 
established significant goodwill from its use. In the 
context of such co‑existence, third parties could not 
invoke that the sign was weak.  

The case also clarified the interpretation of broad 
specifications of services in specific classes applied 
for by the applicant that the Office might have 
accepted. Since the applicant had to apply for 
goods and services that were clear and precise and 
classified in the corresponding class, an ambiguous, 
vague and broad specification could not be 
interpreted in a way favourable to the applicant.

With respect to unfair advantage taken of the earlier 
trade mark’s reputation, the high degree of similarity 

of the earlier trade mark and other official emblems, 
used by the opponent, to the mark applied for, the 
link between fundraising services and services that 
are usually financed through donations, and the 
opponent’s procedural behaviour (invoking a US 
judgment in its favour that had already been set 
aside on appeal at the moment of filing) played a 
role.

Link to eSearch Case Law

Decision of 21 July 2015 R 443/2015‑2 – 
MAMPADUCHA.COM (FIG.) / MADUCHA (FIG.); 
Language of the case: ES

RESULT: Appeal inadmissible. 

KEYWORDS: Admissibility, Complex mark, Figurative 
trade mark, Filing date, Reasons of equity, Statements 
of grounds.

FACTS:  An opposition was filed against the 
application to register the figurative mark 
represented below for goods and services in 
Classes  11, 20 and 35. The opposition was based 
on the earlier Spanish trade mark registration 
‘MADUCHA’ (as represented below) registered 
for goods in Classes 6, 11 and 19. The Opposition 
Division upheld the opposition in part, for goods 
and services in Classes 11 and 35.

https://oami.europa.eu/eSearchCLW/#basic/*///number/863%2F2011-G
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SUBSTANCE: The date for submitting the 
statement of grounds of appeal against the OD’s 
decision expired on 23 April 2015. The applicant’s 
submission, however, was received by the Office 
after the said time‑limit, namely on 24 April 2015. 
The applicant argued that on the day of the 
notification of the contested decision (23 December 
2014) the applicant’s representative was signed 
up for an electronic communication service with 
the Office. In this regard the Board found that it 
was true that, at some point on 7 November 2014, 

the representative had activated the electronic 
communication system; it is also true that he had 
similarly activated it at some point on 23 December 
2014. However, what the applicant’s representative 
appeared to forget was that at some point between 
7 November and 23 December 2014, he deactivated 
the electronic communication service (specifically 
on 19 December 2014). Indeed, the fact that the 
applicant’s representative was in possession of 
two communications from the Office confirming to 
him the change in the method for receiving official 
notifications — namely, one dated 7  November 
2014 and the other dated 23 December 2014 — 
could only mean that on these respective dates 
the representative had once again registered 
with the electronic communication system after 
a period of deactivation. From the foregoing, it 
could be concluded that, on 19 December 2014, 
the applicant’s representative was not registered 
with the electronic communication system and 
that, as a result of this deactivation, the contested 
decision was notified to him by fax on 23 December 
2014. It should be noted further that, under Article 
3.4. No EX-13-2 of the President of the Office, ‘…
if the user selects the option to receive all Office 
communications electronically, the Office shall 
forward all notifications electronically, unless this is 
impossible for technical reasons’. The fax notifying 
the contested decision was sent to the applicant’s 
representative before the latter had re‑registered 
with the electronic communication system on that 
same date.

CTMA

Earlier Spanish Mark
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Consequently the appeal was declared inadmissible 
by the application of the provisions of Rule 49(1) 
CTMIR, in connection with the provisions of Article 
60 CTMR.

Link to eSearch Case Law

Decision of 6 August 2015 – R 2985/2014‑5 – 
DEVICE OF A RECTANGLE WITH A VIDEO CAMERA 
IN THE CENTER (FIG. MARK); Language of the 
case: EN

RESULT: Decision confirmed. 

KEYWORDS: Shape of the product, Technical result, 
Three dimensional mark.

FACTS:  The examiner refused the registration of 
the figurative mark (international registration) of 
‘DEVICE OF A RECTANGLE WITH A VIDEO CAMERA 
IN THE CENTER’ (as represented below) for goods 
and services in Classes 9 and 38, on the basis of 
Article  7(1)(b) CTMR. The examiner found that the 
image of a video camera was one expected by 
relevant consumers in relation to the goods and 
services at issue, and in that sense it was banal and 
not unusual. The specific depiction of the camera 
did not endow the overall representation with a 
feature which could enable the sign to serve as 
an indication of commercial origin. In addition, 
depicting a video camera would appear to be 

commonly used in the field of trade to which the 
goods concerned belonged in relation to products 
with similar functionalities such as those concerned. 
The image at hand would thus appear to be a mere 
variation on this common theme.

SUBSTANCE: The decision dealt with the 
registrability of an icon depicting a video camera 
for mobile phone apps. The Board confirmed the 
decision of the examiner who rejected the sign 
under Article 7(1)(b) CTMR. The examiner showed 
that similar ‘video camera’ icons were used by the 
IR holder’s competitors for the goods and services 
at issue, in particular as icons for mobile phone and 
tablet apps. The IR holder claimed that there was no 
proof that the sign had been used by competitors 
prior to the filing date of the application. However, 
the Board held that it was not decisive whether the 
sign applied for or similar devices were currently 
used on the market or whether they were used 
before filing the ‘video camera device’ at issue. Even 

CTMA

https://oami.europa.eu/eSearchCLW/#basic/*///number/0443%2F2015
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if there had never been any use of similar devices, it 
was still reasonable to assume that the public would 
perceive the video camera device as a mere symbol 
for the goods and service at issue but not as a badge 
of commercial origin.

Link to eSearch Case Law

Decision of 1 September 2015 – R 316/2014‑2 
– SHAPE OF A CIRCULAR EXERCISE HOOP (3D); 
Language of the case: EN

RESULT: Decision confirmed. 

KEYWORDS: Shape of the product, Technical result, 
Three dimensional mark.

FACTS:  The examiner refused the registration of 
the figurative mark (international registration No 
1 165 421) of the ‘SHAPE OF A CIRCULAR EXERCISE 
HOOP (3D)’ (as represented below) for ‘exercise and 
toy hoop’ in Class 28, on the basis of Article 7(1)(b) 
and Article 7(2) CTMR. The examiner found that 
the graphic representation depicted a hoop used 
when doing sport, which was a part of exercise and 
fitness equipment etc., therefore it was devoid of 
any element that the consumer could memorise in 
an efficient and long-lasting way. As such, it would 
not enable the relevant public to immediately and 
with certainty distinguish the goods applied for from 
those of another commercial origin.

SUBSTANCE: The contested mark was a 3D 
representation of a hula hoop for ‘exercise and toy 
hoops’.  Two earlier patents in the name of the IR 
holder for the same type of hula hoop were found 
by the Rapporteur and communicated to the IR 
holder to file its observations in reply.

As already established by the General Court, the 
existence of patents showing that the shape of a 
product serves technical purposes is very strong 
evidence of functionality. In the present case, 
the International Patent cited in the Rapporteur’s 
communication of 18  March 2015, International 
Patent No 11 826 211, ‘structure of hula hoop’ in the 
name of the IR holder, indicated in the claim and 
summary of the invention that the primary object of 
the invention was to provide a hula hoop comprising: 
multiple curving lids having multiple soft curving 
protrusions, and multiple hollow portions provided 
on each curving lid which correspond to said curving 
protrusions such that the curving protrusion can 
recede into the hollow portion when the protrusion 

CTMA

https://oami.europa.eu/eSearchCLW/#basic/*///number/2985%2F2014-5
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makes contact with the user’s body, avoiding injury. 
The same notion was repeated in the description of 
the contested application. The US Patent also cited 
in the Rapporteur’s correspondence, No D 399 969 
‘Massage hoop’ in the name of the IR holder, also 
confirmed this by describing it as a massage hoop. 

The shape of the IR holder’s 3D mark taken as a 
whole was a sign which consisted exclusively of the 
shape of goods necessary to achieve a technical 
result, i.e. the result of tightening and strengthening 
the user’s core when the wavy ridges made contact 
with the user’s body, avoiding injury. It was clear 
that in relation to ‘exercise and toy hoops’ the mark 
applied for would immediately be perceived as 
showing the goods at issue.

As a consequence, the Board found that the mark 
was objectionable under Article 7(1)(e)(ii) CTMR.

Link to eSearch Case Law

https://oami.europa.eu/eSearchCLW/#basic/*///number/0316%2F2014-2

