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European Union Trade Mark
DesignEuropa Awards – last
chance to nominate or apply!
On July 15, the entry period for the DesignEuropa
Awards closes. But with two weeks left to go before
the deadline, there is still time to send an application
or nomination through the DesignEuropa Awards
section in the EUIPO website.
The DesignEuropa Awards are geared towards firms
and/or individuals that have, and successfully use,
RCDs. It is free to apply, or to nominate an RCD in
the following categories:
The Industry Awards (for RCDs owned by companies
which have more than 50 employees and over €10
million in turnover)
The Small and Emerging Companies Award (for
RCDs owned by companies which comply with
one of the following conditions: fewer than 50
employees and less than €10 million turnover/€10
million balance sheet or established after January 1,
2013, regardless of their size)
The competition is open to any person, entity or
institution of any nationality, either individually or
as a team, provided that they own a valid RCD that is
also marketed and sold (in any country).
Candidates can submit up to five entries (one
RCD per entry), provided that each RCD has been
designed by a different designer or by a team of
designers with at least one different member.

Uwe Over

All designs submitted must be valid RCDs at the
time of sending the application, with no pending
invalidity proceedings. Finalist designs must retain
their validity throughout the selection and award
period.

ETMDN Updates

Designs entered for the competition must be
marketed by the owner of the RCD or a licensee.

Similarity update: new pairs

May 2016

International Registrations of Designs are now searchable in
Designview

More News

The Lifetime Achievement Award celebrates the
work and achievements of designers who have
made significant contributions to their field over
the course of a career. This category is nomination
only; the only requirement is that nominees must
currently use, or have used in the past, the RCD
system.

EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

Four finalists will be chosen by the jury in both
the Industry and Small and Emerging Companies
categories, after the entry period for the Awards
closes on July 15.

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

The names of the finalists will be announced on
October 15, 2016, through EUIPO’s website and its
social media channels, and will be included in official
Awards publications.
The winners will be announced at the ceremony in
Milan on November 30, 2016.
The DesignEuropa Awards are presented in
partnership with the Italian Patent and Trade Mark
Office (Ufficio Italiano Brevetti e Marchi (UIBM)).

Applications now open
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The James Nurton Interview
European
Union
TradeVice
Mark
Uwe Over,
Corporate
President/Associate General
Counsel, Henkel and Chair,
MARQUES

What is your background? How did you
become interested in IP?
The first time I came in contact with IP was after
my first bar exam in Germany in the early 1990s.
I did my thesis about “civil law liabilities for failure
in R&D” and one important perspective dealt with
patents and inventions as well as the challenges on
how to manage and protect trade secrets.

James Nurton

Interviews

Statistical Highlights

The combination of law and science really attracted
me and set the motivation to start in private practice
in particular in the field of IP with key focus on IP
litigation and M&A. Later I switched from private
practice to corporate because I wanted to widen my
perspective and – more important – dive into a really
global context of IP.

May 2016
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International Registrations of Designs are now searchable in
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Similarity update: new pairs

So I joined the trade mark department of Bayer AG
in Germany and learned about international trade
mark practice from the scratch. It was really exciting
from the very first moment to get in contact with
trade mark issues not only in Germany or Europe,
but around the globe – different legal systems,
different cultural backgrounds and nevertheless a
kind of common sense in the global IP community
about how to deal with conflicts and to strive for
sustainable solutions. From this time onwards IP
has managed to keep me fascinated and curious at
the same time.

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

What different roles have you held in
your career?

Uwe Over

Uwe Over

During my time at Bayer AG I was always involved in
trade marks, but my dockets changed over the years
because I took over additional responsibilities as
legal business partner for smaller business groups.
This went hand in hand with developing personal
managerial skills and when I left Bayer after more
than eight years I had just established a globally
operating legal team to combat counterfeiting in the
pharmaceutical area.

Applications now open
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European Union Trade Mark
After different assignments at Henkel AG & Co KGaA
in Düsseldorf and Novartis AG in Switzerland as the
Head of Trademarks Pharma, I re-joined Henkel in
2005 and became the divisional general counsel
for the global laundry and home care business and
in addition the Head of Trademarks for the entire
Henkel trade mark portfolio.
In hindsight, these various opportunities to combine
IP with a direct involvement in the operative
business were really key for me to understand
the broader context of IP and also to learn how to
translate sometimes complex IP-related language
into a relevant business context. And today I am
more than ever convinced that a fundamental
understanding about the key success factors of a
business model is essential in order to deliver tailormade and cost efficient IP advice.

What does your current role at Henkel
involve?
Currently I am the Head of Intellectual Property at
Henkel. Around four years ago it was decided to
form one global IP department within the Henkel
Law Group combining patents, designs, trade
marks, domain names and other registrable IP
rights so to say under one corporate roof. In a way
now the different elements which were driving me
during my entire career have come together in one
unique combination of IP challenges.

Uwe Over

On one hand it is of course about a high-class
professional quality level in-house practitioners
are striving for all the time. But there is so much
more in running an in-house operation with the
size of Henkel’s IP portfolio in terms of managing
the resources and setting the right directions for
the next years to come. And last but not least it is
a people’s business and you need to be committed
in order to deliver on your accountability for the
people following your leadership – this is not a
given, you need to earn it again and again every day.
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What are your responsibilities? How big
is your team?

New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

As I said the IP function at Henkel is a centralized
global responsibility. In terms of trade marks we talk
for example about more than 80,000 trade mark
registrations worldwide. All in all we are around
100 professionals, patent and trade mark attorneys,
paralegals and assistants and we are operating from
different sites at the headquarters in Germany as
well as in the USA and China. And of course we are
running a fairly large network of external counsel
for our issues in the various national legislations.

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

What do you like about your role?
Being part of the global IP community is really a
privilege and over the years one can establish very
valuable relationships. What I don’t want to miss at
present is the core challenge of my current role –
strategy & leadership.

Applications now open
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The James Nurton Interview
European
Union
Trade
As I mentioned
the team
aspect isMark
one of the most
exciting elements – but leadership is far more, in
particular in a corporate environment like Henkel
which is continuously adapting to new market
situations very rapidly.
With the size of an IP portfolio like Henkel you
need to maintain stable routine processes and
tools in place to the benefit of efficiency; however
there is no time for becoming complacent. Cost
efficiency and strategic long term alignments are
no contradictions; however they need permanent
adjustments in terms of portfolio development as
well as in terms of tools and processes for execution.

Tell me about your position as Chair of
MARQUES.
At MARQUES the Chair is appointed for two
consecutive years and I am currently in the second
half of my tenure. In order to guarantee continuity
you start with two years as Second Vice Chair
followed by another two years as Vice Chair before
you take the helm. This gives enough opportunity to
become familiar with the requirements as well as to
get prepared for your leadership in time.
Actually my position at MARQUES covers three
roles as Chair. On one hand I am the Chair of
Council and on the other hand I am the Chair of the
Executive Committee. Council is the governance &
decision body at MARQUES whereas the Executive

James Nurton
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Committee deals with the execution as well as the
preparation of decisions to be taken by Council. And
then there is a third role as Chair. MARQUES would
not be capable at all to deliver its results without the
remarkable group of active members. At present
MARQUES has 19 active Teams and their Chairs
and Vice-Chairs are the drivers behind each single
activity – and a new team for Copyrights is currently
about to be established.

May 2016
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In this respect my role as Chair has an important
aspect because I am also the Chair of the Leadership
Team of MARQUES; this team consists of all Team
Chairs and meets twice a year in order to foster that
the team’s work is driven above all by alignment so
that no issues are missed and equally importantly
effort is not wasted on duplication between the
teams. Ultimately, this will lead to the right focus
to consider mid- and long-term strategic planning.
And finally, it gives the Chair a great opportunity to
work directly with the teams and conduct strategic
steering.

EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

What do you think makes MARQUES
important?
MARQUES strives for being the trusted voice of
brand owners. This requires first of all continuity
in two different directions. We need to make
certain that we are perceived as a well-reputed
partner for public policy makers who are willing to
keep us actively involved in all relevant kinds of IP

Applications now open
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The James Nurton Interview
European
Union
developments
and whoTrade
are willingMark
to listen to us.
This is only possible because MARQUES is known as
a user-driven association. Again the teams are key in
this context because the broad level of professional
expertise as well as the solid understanding about
the challenges for in-house portfolio management
lead to reasonable as well as practicable input.
The second aspect of continuity is that we
are obliged towards our members to transfer
sometimes complex legislative developments into
a set of easy-to-implement actions – or in other
words to deliver tangible results which support our
members in their daily challenges. So what makes
MARQUES so important is our user-driven input in
the coming debates in combination with how we will
turn our contributions into user-relevant results to
the benefit of the MARQUES membership.
But at MARQUES, we are not limiting ourselves to
the mere legal perspectives of a debate although
we know exactly how difficult it can be to maintain
the right footprint in our IP portfolios and to keep it
protected in an always balanced cost-efficiency ratio.
For us it is also exciting to consider brands in their
broader content with the economic, psychological
and also social aspects.
All in all this is about this diversity of perspectives
what makes MARQUES unique and attractive – both
as important private stakeholder in public debates

James Nurton

Interviews

Uwe Over
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as well as a valuable resources for corporate
members and private practitioners.

May 2016

What keeps you busy at the moment?

ETMDN Updates

The clear answer is the forthcoming MARQUES
annual conference in Villaitana. It will be my last
conference as MARQUES Chair. It is really a privilege
to be the Chair of such an impressive group of
practitioners and great people and it has given me
so much reward over the last few years - absolutely
amazing. And this year it is really a special event at
a great venue in the neighbourhood of the EUIPO –
not to forget that on top we are going to celebrate
the 20th anniversary of the EU trade mark system as
the first CTM registrations were granted in 1996 as
well as the 30th anniversary of MARQUES.

International Registrations of Designs are now searchable in
Designview
Similarity update: new pairs

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

The conference is the result of the kind cooperation
between MARQUES and EUIPO and we will
have great parallel sessions at the EUIPO. The
programme is as always driven by a variety of
different up-to-date topics, but again as already
mentioned at MARQUES we always want to widen
our perspectives and this will be combined with a
good portion of entertainment, too.

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

What challenges do you expect in the
future?

Applications now open

Being still very much under the impression of the
United Kingdom referendum on membership of the
European Union which resulted in a vote for the UK
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The James Nurton Interview
European
to leave theUnion
European Trade
Union we Mark
are analysing the
consequences for our members’ IP portfolios as well
as for the requirements to adapt future filing and
enforcement strategies.
For the time being it is clear that all existing EU laws
and EUTM rights will remain fully in force in the UK
during the negotiation process for the Brexit, and this
may take some time (at least two years and possibly
longer), so it is unlikely that any major changes to
current IP rights will occur in the immediate future.
However, MARQUES will closely monitor the political
developments in this respect as well as the potential
influence on intellectual property rights.
Meanwhile MARQUES will be making changes to
the programme of the Annual Conference so that
during the Annual Conference we will cover this
topic in one of the general sessions.
Talking about long-term trends in the IP world the
focus for the next years to come will remain digital,
digital, digital! The way brands will communicate
with consumers is about to change significantly –
this will influence the loyalty of consumers and puts
the proximity to consumers into a different light.
This will for sure create different, additional needs
for adaptation of filing and enforcement strategies.
I am convinced that all in all this development will
not decrease the role of brands, but may put it into
a different context.

James Nurton
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Another important area for mid- to long-term
changes we see in the entire field of enforcement.
The growing opportunities for 3D printing for
example will reach a level where it will affect brand
owners seriously in connection with fake production
because 3D printing will allow a fundamentally new
concept of decentralized production and thus a
huge challenge to conduct proper investigations
and to maintain sound monitoring policies.

May 2016
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Sustainability is another long-term trend on the
corporate level which will affect the need to enlarge
existing IP portfolios into new territories – with the
consequences for brand owners still to be analysed
Finally, coming back to the change in digital we see
another very important scenario. The permanent
challenge for in-house practitioners to maintain the
company’s IP with the right tailor-made footprint
at an optimal cost structure will require more
standardization in internal processes. We expect
a significant evolution driven by digitisation for
private practitioners and in-house IP departments
to work together hand-in-hand accompanied by a
shift of work to private practice which nowadays is
handled internally, such as data input.

EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

This development is further very much influenced
by the new opportunities of electronic filing, such as
the fast track trade mark application process at the

Applications now open

EUIPO supported by other electronically accessible
tools for filing preparation, a trend which will
become extremely attractive also for SMEs.
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European Union Trade Mark
This is accompanied by a trend on the legislative
site to look for more opportunities to harmonise
national IP systems. Again, the EUIPO is very active
in this field in reaching out to institutions beyond
the EU and at MARQUES we monitor this very
carefully in order to understand the direction of
this development and to not miss the point to raise
our voice in the interest of practicability for brand
owners.
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And there is much more to come – isn’t this a brilliant
outlook for IP practitioners around the globe to
have new opportunities to act in an always vivid and
exciting working environment.

EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available
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Applications now open
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European Union Trade Mark
Monthly statistical highlights May*
Community Trade Mark applications received

2015

2016

10 219

10 710

Community Trade Mark applications published

9 451

10 216

Community Trade Marks registered (certificates issued)

8 617

10 825

Registered Community Designs received

6 491

7 161

Registered Community Designs published

6 305

6 671

May 2016
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* Statistical data for the month in course is not definitive. Figures may vary slightly thereafter.

Case Law
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ETMDN Updates
European
Union
Trade Mark
International
Registrations
of

Designs are now searchable in
Designview
As of 20 June 2016, the World Intellectual Property
Organization (WIPO) has made its international
design data available to the Designview search tool.

James Nurton
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Similarity is powered by the HDB (Harmonised
Database) and compares goods or services and
assesses their degree of similarity. When the exact
searched pair is not found, Similarity uses the
Taxonomy structure of the HDB to locate alternative
terms within the same market sector as reference.

May 2016

ETMDN Updates
International Registrations of Designs are now searchable in
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Similarity update: new pairs

The integration of almost 220,000 designs is
a concrete result of the current cooperation
framework between EUIPO and WIPO and with the
addition of the International Registrations the total
number of designs in Designview is more than 9.6
million.

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

Since the introduction of Designview on 19
November 2012, the tool has served more than 1.8
million searches from 141 different countries, with
users from Germany, Spain and the UK among the
most frequent visitors.

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

Similarity update: new pairs
EUIPO is improving the efficiency and completeness
of Similarity by assessing the similarity of the Group
Title terms of the Taxonomy. This progress has
just been initiated but has already resulted in the
implementation of nearly 500 high level pairs that
can be used for reference. This new initiative will
offer more intuitive results for a wider range of pairs
where content has not yet been completed.

Applications now open
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More News
European
Trade
Mark
EUIPO’sUnion
first mobile
and
tablet
app: eSearch plus ‘on the go’

The EUIPO has launched its first native application
for both smartphones and tablets. The eSearch plus
app is available for download from the Apple store
itunes and the Android App store.
The app has a very simple interface. With a
smartphone users can access the basic search
function, enter the term in the search field and
press search. Then users can swipe down to browse
the search results and tap on the magnifying glass
icon to perform a new search.
With a tablet users can access both the basic and
advanced search function which combines close to
40 criteria.
The app also has access to the news section on
EUIPO’s website.

New survey on EU SMEs and
intellectual property
A new survey from the EUIPO has questioned nearly
9,000 small and medium enterprises (SMEs) in the
EU to find out how they use intellectual property
rights to support their economic activity.
The survey found that 60% of all intellectual
property rights-owning firms questioned said that

James Nurton
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protecting their innovation had been positive for
their business, notably increasing their reputation
and image of reliability as well as strengthening long
term business prospects.

May 2016
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The EU SMEs surveyed were more likely to register
internet domain names and use trade secrets than
opt for any other form of protection measure,
with prevention of copying singled out as the main
reason for registering intellectual property rights.

International Registrations of Designs are now searchable in
Designview
Similarity update: new pairs

More News

Service Charter: Quarter one
results available

EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property

EUIPO’s Service Charter defines what users of
our services can expect from the Office. It sets
measurable standards in three areas: timeliness,
accessibility and quality of decisions.

Service Charter: Quarter one results available

Case Law

For the first quarter of 2016, all the accessibility
indicators remain in excellence levels. Accessibility
indicators include the time taken to answer a
telephone call, answer an email, or deal with a
user complaint. They also refer to availability of the
website and online applications.

Luxembourg trade mark and design news
New decisions from the Boards of Appeal

The charter shows a drop in several other indicators
due to the significant rise in the number applications
received by the Office in 2015, which meant an
overall increase of 11% in trade mark applications.
The Office is now working to bring those indicators
back to compliance levels.

Applications now open

See the Service Charter
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Case law
European
Union
Trade
Mark
Luxembourg
trade
mark
and
design news

A: Court of Justice: Orders, Judgments and
Preliminary Rulings
Case C-232/15P; ultra air GmbH v EUIPO; Order of
21 April 2016; Language of the case: DE
RESULT: Action dismissed
KEYWORDS: Admissibility, Distortion of facts of
evidence
FACTS: The EUTM ultra.air ultrafilter, registered as
a word mark for goods and services in Classes 7,
9, 11, 37 and 42 mostly related to filters and other
technical devices containing them, was invalidated
by the Board of Appeal (BoA) on the ground of
Article 7 (1) (b) and (c) EUTMR. The General Court
(GC) annulled the BoA decision with respect to
“time control systems” for a lack of reasoning but
confirmed it for the remaining goods and services,
holding in essence that the mark refers to air of
excellent quality and thus designates kind and
purpose of the goods and services. The EUTM
proprietor filed an appeal before the European
Court of Justice (CJ). The CJ rejected the appeal.

EUTM

James Nurton

Interviews

Uwe Over

Statistical Highlights

SUBSTANCE: ARTICLE 7 (1) (c) CTMR: The General
Court (GC) findings concerning the relevant public
and its attentiveness, perception or attitude
are matters of fact. The same applies for the
comprehension of word marks (para. 41). Therefore,
these are matters outside the scope of the appeal
proceedings before the CJ which is confined to
matters of law (para. 42). DISTORTION OF FACTS:
The applicant formally invokes a distortion of fact,
claiming that the GC disregarded the term air, but
on substance attempts to challenge the assessment
of facts by the GC. Moreover, the GC addressed the
mark in its entirety. Hence, the plea is manifestly
inadmissible (paras. 52-54). ARTICLE 7 (1) (b) CTMR:
As the plea under Article 7 (1) (c) CTMR was rejected,

May 2016
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it is not necessary to rule on Article 7 (1) (b) CTMR.

Case Law

B: General Court: Orders and Judgments on
appeals against decisions of the OHIM

Luxembourg trade mark and design news
New decisions from the Boards of Appeal

Case T-201/14; The Body Shop International plc v
OHIM; Judgment of 16 March 2016; Language of
the case: EN
RESULT: Action dismissed
KEYWORDS: Common element, Reputation, Unfair
advantage, Due cause

Applications now open
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Case law
European
Markthe word
FACTS: TheUnion
applicant Trade
sought to register
mark SPA WISDOM represented below for goods
in Class 3. An opposition based on Articles 8 (1) (b)
and 8 (5) EUTMR was filed. The Opposition Division
upheld the opposition ex Article 8 (5) EUTMR, as the
EUTMA would take unfair advantage of the word
mark SPA covering goods in Class 32. The Board of
Appeal dismissed the appeal.

EUTMA

James Nurton
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conceptual similarity between the signs (para. 38).
The degree of closeness between the goods or
services covered by the signs at issue which is
required by Article 8 (5) EUTMR does not imply that
they must be identical or similar (para. 45).
There is a certain link between the goods covered by
the signs at issue (para. 48).
The image of the earlier word mark and the
message it conveys relate to health, beauty, purity
and richness in minerals (para. 59). There is a risk of
unfair advantage (para. 63). There is no due cause
(para. 67).
The action is dismissed.

May 2016

ETMDN Updates
International Registrations of Designs are now searchable in
Designview
Similarity update: new pairs

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property

Earlier mark

Service Charter: Quarter one results available

Case T-785/14; El Corte Inglés, S.A v OHIM;
Judgment of 18 March 2016; Language of the
case: ES
SUBSTANCE: Single plea: infringement of 8 (5)
EUTMR. Two claims: the signs are not similar
because SPA is descriptive; there is no injury to the
earlier mark.
According to the General Court, the examples show
that the term SPA is used as a play on words alluding
to the common use of the term for wellness centres,
but not as a reference to characteristics of cosmetic
products (para. 32). The evidence provided does not
make it possible to invalidate the finding that the
term SPA is not descriptive or weakly distinctive with
regard to cosmetic products (para. 36).
There is an average degree of visual, phonetic and

Uwe Over

Case Law

RESULT: Action dismissed

Luxembourg trade mark and design news
New decisions from the Boards of Appeal

KEYWORDS: Likelihood of confusion, Visual
similarity, Phonetic similarity, Conceptual similarity
FACTS: The applicant sought registered the figurative
and word mark MOTORTOWN represented below
as a EUTM for goods and services within Classes 1
to 4, 6 to 9, 11, 12, 16, 18, 20, 21, 25, 27, 35 and 37.
An opposition based on the earlier figurative
and word mark M MOTOR represented below,
registered for goods in Classes 16, 18 and 25, was
filed on the grounds of Article 8 (1) (b) EUTMR.
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Case law
European
Union
Mark
The Opposition
DivisionTrade
(OD) upheld
the opposition
in so far as the two signs were similar with respect to
the visual, phonetic and conceptual levels. For this
reason, OD concluded that there was a likelihood
of confusion and therefore, the sign could not be
registered under the Classes 16, 18, 25 and 35.
The Board of Appeal (BoA) dismissed applicant’s
appeal in the same terms as the OD. The applicant
filed an action before the General Court (GC).

EUTMA

Earlier marks

SUBSTANCE: The GC emphasized that the targeted
relevant public consists of average consumers
who are reasonably well informed and reasonably
observant and circumspect (para. 23).
Concerning the comparison of products and
services, the GC expresses that the opposition
can be formulated only against the products and
services specified on the trademark application, it
follows that the OD was not empowered to reach
a decision about all the products covered under
Class 18 but only for the comparison regarding

James Nurton

Interviews

Uwe Over

Statistical Highlights

the products “horseshoe”, which are the pertinent
covered by the applicants’ EUTM.
The marks are visually similar because the first five
letters in both marks are the same; so the main part
in the two marks is the “m”. In this sense, it has been
held that the relevant public shows a higher level of
attention at the beginning of the mark rather than
the end (paras. 44-59). The marks present a medium
phonetic similarity, since the initial part of the
trademark is pronounced likewise and only the end
of the mark differs on the way of its pronunciation
(para. 63). The marks are also conceptually similar
because the public, even the specialised one in the
EU, will recognise the reference to the term “motor”
expressed at the beginning of both marks (para.

May 2016

ETMDN Updates
International Registrations of Designs are now searchable in
Designview
Similarity update: new pairs

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

66). The GC confirmed that the graph and stylistic
differences are not enough to determine that the
signs are different. There is likelihood of confusion.
The appeal is dismissed in its entirety (para. 79).

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

Case T-535/14; The Cookware Company Ltd v
OHIM; Judgment of 14 January 2016; Language of
the case: EN
RESULT: Action dismissed
KEYWORDS: Conceptual similarity, Figurative trade
mark, Identity of the goods and services, Likelihood
of confusion, Phonetic similarity, Similarity of the
signs, Visual similarity,
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Case law
European
Unionsought
Trade
Mark
FACTS: The applicant
to register
the figurative
sign represented bellow for goods in Class 21.
An opposition was filed on the basis of the earlier
word mark VITAVIT, registered for goods in Class 21.
The Opposition Division (OD) rejected the opposition
in its entirety.
The Board of Appeal (BoA) upheld the opponent`s
appeal and annulled the decision of the OD.
The applicant filed an action before the General
Court (GC).

EUTMA

Earlier mark

SUBSTANCE: The GC held that the goods covered by
the marks at issue are intended both for the general
public and for the specialist public. However, LEVEL
OF ATTENTION TO BE APPLIED IS THAT OF THE
AVERAGE CONSUMER (paras. 26-28).
THE GOODS concerned covered by the mark
applied for are IDENTICAL to the goods covered by
the earlier mark (paras. 32, 33).
There is a CERTAIN DEGREE OF VISUAL SIMILARITY
between the signs at issue. The signs include no
elements which could be considered to be clearly

James Nurton

Interviews

Uwe Over

Statistical Highlights

more dominant that the others. The word “vita”
is a distinctive feature of the marks at issue in
the view of the absence of any direct relationship
between word in question and the goods covered
by the marks at issue. The signs are visually similar
in so far as they begin with the identical sequence
of letters, namely “v”, “i”, “t” and “a”, followed by
the letter “v” placed in the same position, although
they differ in their structures, inter alia, on account
of their different endings, and notwithstanding the
presence, in the mark applied for alone, of a light
green ‘+’ sign (paras. 36-44).
THE SIGNS ARE PHONETICALLY SIMILAR as the
pronunciation of the signs coincides as to the
sounds given by the initial sequence of letters “v”,

May 2016

ETMDN Updates
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More News
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“i”, “t”, “a” and “v”, furthermore the relevant public
will not pause between the two elements of the
mark applied for but will tend to pronounce both
marks according to the same rhythm, in particular
on account of the presence of the consonant ‘v’ after
the vowel “a” (paras. 45-48).
The GC further ruled that the BoA was right to draw
a distintinction between the differetn public in the
view of the conceptual comparison of the signs at
issue. For a certain part of the relevant public, the
marks at issue would be perceived as meaningless
and that, consequently, no conceptual comparison
could be carried out between them. The part of the
relevant public which understood the element ‘vita’
as a reference to the concept of “life” and/or “vitality”
(Italian, Spanish, French, German, Portuguese
and Romanian) would perceive the conceptual

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
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Case law
European
Trade
Mark
similarities Union
of the beginnings
of the
two marks at
issue. That part of the relevant public would be also
able to perceive the differences between the signs
due to the elements “‘+” and “verde”, which are only
present in the mark applied for, conseqeuntly FOR
SIGNIFICANT PART OF THE RELEVANT PUBLIC THERE
IS CONCEPTUAL SIMILARITY (paras 49-56).
In the light of the abovementioned and on account
of the decisive influence, in the overall impression
created by the signs, of their identical beginnings,
“vita”, the public could possibly believe that the
goods at issue come from the same undertaking
or from economically-linked undertakings. (Para
60) THEREFORE, THERE IS A LIKELIHOOD OF
CONFUSION (LOC) (paras. 57-67).
Since it had concluded that there was a LOC between
the marks at issue, there was no need to examine
the applicant’s arguments that it owns a family of
marks including the term “vita” (para. 68).

James Nurton

Interviews

Uwe Over
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for services in Classes 41 and 43 (entertainment;
bars). An opposition based on the earlier word mark,
well known mark and non-registered mark COYOTE
UGLY for goods and services in Class 9, 14, 16, 21,
25, 32, 34, 41, 42 was filed on the grounds of Article
8 (1) (b), 8 (2) (c) and 8 (4) EUTMR. The Opposition
Division dismissed the opposition.
The Board of Appeal (BoA) dismissed the opponent’s
appeal. In particular, as far as the ground of Article
8 (1) (b) EUTMR is concerned the BoA held that
the earlier right being revoked it could no longer
be relied on as the basis of the opposition. The
opponent filed an action before the General Court
(GC).
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Case Law

Earlier mark

Luxembourg trade mark and design news
New decisions from the Boards of Appeal

Case T-778/14; Ugly, Inc. v OHIM; Judgment of 3
March 2016; Language of the case: EN
RESULT: Action dismissed
KEYWORDS: Substantiation of earlier right,
Ownership of IP right, Translation of evidence, Used
in the course of trade, Well known trade mark
FACTS: The applicant sought to register the word
mark COYOTE UGLY represented below as a EUTM

SUBSTANCE: The GC confirmed the BoA’s finding
that the earlier EUTM invoked as the basis of
opposition, because of its revocation ceased to
have effects specified in EUTMR as of the date
of its revocation which in this case was prior to
opposition. Therefore it did not constitute a valid
basis for the opposition (para. 18). In relation to
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Case law
European
Mark the
evidence ofUnion
use/well Trade
known character,

GC
confirmed that it shall be in the language of the
proceedings thus the BoA rightly disregarded the
evidence in Spanish (para. 35) and confirmed the
settled approach that Wikipedia has a low probative
value (para. 38). The remaining evidence concerns
the film and the soundtrack “Coyote Ugly” which are
not owned by the opponent. The fact that the film
was based on the “true” story of the opponent’s bar
does not amount to the use of the mark as required
by Article 8 (4) EUTMR (para. 46). WELL KNOWN
MARKS: The GC found that well-known marks enjoy
protection irrespective of their use in the relevant
territory (para. 60). The evidence, although it shows
that the film “Coyote Ugly” and its soundtrack were
successful in 2000, does not demonstrate that the
opponent’s business was widely associated with
the film by the relevant public at the date the mark
applied for was filed (para. 61). The GC rejected the
arguments related to the lack of reasoning.

Case T-806/14; August Storck KG v EUIPO;
Judgment of 10 May 2016; Language of the case:
EN
RESULT: Action dismissed
KEYWORDS: Distinctive element, Distinctiveness
acquired by use, Figurative trade mark, Minimum
degree of distinctiveness, Packaging, Survey, Three
dimensional mark
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FACTS: The applicant sought to register the figurative
mark represented below as a EUTM for goods within
Class 30. The examiner refused to register the sign
as a EUTM on the ground that it was devoid of any
distinctive character. The Board of Appeal (BoA)
dismissed the applicant’s appeal. The applicant filed
an action before the General Court (GC).
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Case Law

SUBSTANCE: The GC dismissed the appeal. It
found that the case law for three-dimensional
marks is applicable, although the mark applied
for is a figurative mark. The relevant public has
a low level of attention for the goods in question
“confectionary goods”. Given that the mark applied
for did not differ significantly from the usual shape
of the goods concerned, it cannot fulfil its essential
function, namely to identify the origin of the goods.
The square shape is evidently essential for the
goods concerned. Furthermore, the GC found the
colour combination used in the mark is incapable of
distinguishing the applicant’s goods from those of

Luxembourg trade mark and design news
New decisions from the Boards of Appeal
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Case law
European
Union
Trade
Mark
others. In this
regard the
Office may
not take into
account any characteristics of the mark applied for
that are not set out in the application for registration
and the accompanying documents. The image
affixed to the mark as well as the grey edges do not
confer a distinctive character of the mark. The GC
found that the submitted survey was not appropriate
to establish, ab initio, the distinctive character of the
mark. The survey, which was restricted to Germany,
was not appropriate to establish distinctiveness in
respect of the European Union. The GC confirmed
that the Office is not under the obligation to follow
the assessment of national trade mark authorities
in the Member States. Finally, the GC found that the
legality of decisions of the BoA must be assessed
solely on the basis of the EUTMR and not on the
basis of any previous decision-making practice of
the Office.

T-322/14 and T-325/14 (joined cases); mobile.
international GmbH v EUIPO; Judgment of 12
May 2016; Language of the case: DE
RESULT: Actions dismissed
KEYWORDS: Proof of use, Evidence of use,
Distinctive element, Dominant element, Use not as
registered
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FACTS: The owner of the earlier figurative Bulgarian
trade mark mobile (Classes 35, 42) filed a request
for invalidity against the younger EUTMs mobile.de
(word mark/figurative mark, Class 35 et. al) (Article
53 (1) (a) / Article 8 (1) (b) EUTMR). Upon request from
the owner of the contested EUTMs (“applicant”), the
owner of the earlier Bulgarian mark (“Other Party”)
provided evidence of genuine use of its mark.
The Cancellation Division (CD) rejected the invalidity
request in its entirety as it deemed genuine use of
the earlier mark not proven, particularly regarding
the extent of use. The Other Party, before the Board
of Appeal (BoA) filed further evidence of use (81
invoices). The BoA considered the further evidence
as “additional”, took it into account and accepted
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genuine use of the earlier mark for “advertising in
connection with vehicles”. Consequently, the BoA
annulled the CD decision and referred the case
back to CD for further examination with regard to
likelihood of confusion (LOC).
The applicant filed an application before the
General Court (GC), requesting the annulment of
the BoA´s decision. It raised a total of seven pleas
in law, amongst which the following: a) The evidence
filed before the BoA was not “additional”, but
“new” (Rule 22 (2) / Rule 40 (6) EUTMIR); b) The BoA
misapplied its discretion to take into account the
further evidence (Article 76 (2) EUTMR); c) The BoA
should have examined whether the “Declarations”
the Other Party submitted -amongst others- for
proving genuine use, have a “similar effect under
National (Bulgarian) law” as sworn/affirmed

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal
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Case law
European
Trade
Mark
statements Union
(Article 78 (1)
(f) EUTMR);
d) The use of
the earlier mark alters the distinctive character of
the registration (Article 15 (1) (a) EUTMR).

EUTMs
1.)
2.)

Earlier mark

James Nurton

Interviews

Uwe Over
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SUBSTANCE: a+b) With regard to the claimed
violation of Rule 22 (2) EUTMIR the GC reiterated
its position - taken in C-610/11 “Centrotherm” that this Rule must be read as not precluding the
Other Party to submit relevant proof of use (POU)
evidence, which is not completely new, but rather
“additional”, supplementing the evidence already
submitted before CD. The Office has discretion
(Article 76 (2) EUTMR) to take belated evidence into
account, if it is, prima facie, of real relevance for the
outcome of the case and the circumstances do not
speak against it (paras. 23-30). In the present case,
the invoices submitted for the first time before the
BoA complement the (untranslated) lists of invoices
submitted before CD. The reference numbers of the
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invoices do - in their majority - appear in the lists
and, thus, clarify the lists´ content. The particular
circumstances of the case do not speak against
taking into account the belated evidence: In light
of a vast amount of evidence submitted before CD,
it cannot be inferred that the Other Party applied
delaying tactics (paras. 31-44).
c) The “Declarations” submitted before the CD have
the character of affirmed statements, as they state
that the signee is aware of the legal consequences
according to Bulgarian law. Therefore, the BoA was
not obliged to examine potential “similar effects”
under national (Bulgarian) law (paras. 46-50).
d) The different ways the earlier trade mark was
used differ from the registered form mainly in an
additional dot, followed by the additional letter
sequence “bg”. Even though the additional element
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Case law
European
Union
Trade
Mark
“.bg” confers
an additional
message,
it doesn´t
alter the fact that the relevant public will perceive
it merely as a reference to a (Bulgarian) Top level
domain, and, thus, as a weak element. The element
“mobile” is the dominant element of the earlier mark,
which determines its distinctive character (paras.
57-59). With regard to the use of the figurative
form “mobilen.bg”, it needs to be pointed out, that
“mobilen” is the Bulgarian synonym for “mobile”
and thus, does not alter the distinctive character of
“mobile” (para. 60).
Based on the foregoing the actions were dismissed.
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EUTMA
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Case T-638/14; Frinsa del Noroeste v EUIPO;
Judgment of 8 April 2016; Language of the case:
ES
RESULT: Action upheld (BoA decision annulled)
KEYWORDS: Request for proof of use, Evidence of
use, Proof of use
FACTS: The EUTM applicant sought to register
the figurative mark FRISA for goods in Class 3. An
opposition based on Articles 8 (1) (b) EUTMR was
filed on the basis of the figurative EUTM Frinsa
F. The Opposition Division (OD) partially upheld
the opposition after finding that genuine use for
some products had been proved. The Board of
Appeal (BoA) annulled the decision of the OD and
considered that no genuine use of the earlier mark
had been proved.

Service Charter: Quarter one results available

SUBSTANCE: Single plea: infringement of 42 (2)
EUTMR.
The General Court confirms that, if proof of genuine
use is requested, the requirements are not softened
in case of reputed or well-known marks (para. 35).
Documents dated after the relevant period must be
taken into account and globally appraised with the
evidence dated within the relevant period, as they
may prove an effective commercial exploitation
of the earlier mark (para. 38). BUT ONLY IF SOME
EVIDENCE DATED WITHIN THE RELEVANT PERIOD
HAS BEEN FILED (para. 39).
Although only two adverts and two books are dated
within the relevant period, the BoA should have
decided whether this evidence, as corroborated
by the post-dated proof, allowed concluding that
genuine use had been proved (para. 42).
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Case law
European
Union
Trade
Mark
The BoA erred
in denying
any probative
value to the
two adverts (para. 52-56), even though they referred
to a very limited period of a few days within the
relevant 5 years period (para. 54).
The BoA also erred in stating that two promotional
books did not provide any information about the
commercial activity linked to the relevant products
during the 5 years period (para. 57).
The BoA should have also examined post-dated
evidence in order to find out whether it corroborated
the proof of use contained in the two adverts
and the two promotional books dated within the
relevant period (para. 59).
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The Board of Appeal (BoA) dismissed the applicant’s
appeal. The applicant filed an action before the
General Court (GC).
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Case T-144/15; L’Oréal v EUIPO; Judgment of 28
April 2016; Language of the case: EN

Earlier mark

Case Law

RESULT: Action dismissed
KEYWORDS: Figurative trade mark, Likelihood of
confusion, Similarity of the signs, Visual similarity,
Weak element
FACTS: The applicant sought to register the
figurative mark represented below as a EUTM for
goods in Class 3. An opposition based on the earlier
word mark IDEALINA registered for goods in Class
3, was filed on the grounds of 8(1)(b) EUTMR. The
Opposition Division upheld the opposition and
rejected the EUTM application in its entirety.

Luxembourg trade mark and design news
New decisions from the Boards of Appeal

SUBSTANCE: The GC found that contrary to the
applicant’s claim the BoA did not limit itself to a
comparison of the word “idéalia”, on the one hand,
and the word “idealina”, on the other hand, by
disregarding the other elements which compose
the mark applied for but reasoned its decision by
reference to all the elements composing the marks
and in particular it considered the words “vichy”
and “idéalia” to be co-dominant in the mark applied
for (paras. 22-23). The marks have at least a weak
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Case law
European
Union
Trade
degree of visual
similarity
(para.Mark
24). The earlier
mark has an average distinctive character in respect
of the relevant goods (para. 26) as it has no meaning
because the consumers will not dissect “ideal” and
“ina” (para. 27). The goods in issue are identical
(not disputed). There is a likelihood of confusion
even if accepting the applicant’s claim that phonetic
similarity of the marks is of limited importance due
to the way in which the goods are marketed. This
circumstance would nonetheless lead to an at least
weak degree of similarity between the marks and
combined with the other elements, and in particular
with the identity of the goods covered, this similarity
justifies the finding of the BoA that there was
likelihood of confusion (LOC) (para. 32). The finding
of LOC is not affected by the applicant’s theory that
the proprietor of an earlier mark cannot require
operators seeking to register a mark to keep greater
distance from the earlier mark than that which the
proprietor kept in relation to earlier marks than his
own. Opposition proceedings imply the assessment
of the existence of a LOC between the mark applied
for and an earlier mark. This assessment implies
in particular an analysis of the visual, phonetic
or conceptual similarity of the opposing marks.
As a result, the analysis in question cannot be
based upon a comparison of the earlier mark and
other marks which are not part of the case under
consideration (para. 33).
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Case T-90/15; Schoeller Corporation GmbH v
OHIM; Judgment of 16 March 2016; Language of
the case: DE

May 2016

RESULT: Action upheld (BoA decision annulled)
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FACTS: The Board of Appeal (BoA) invalidated
the word mark SCOPE, registered for insurance
and financial related services in Class 36, holding
that it is frequently used in the fields of finance,
investment and insurance to define the meaning,
content and character of the services, such as in the
specialist terms “scope of insurance”, “investment

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

scope”, “financial scope”, or “desirable target for
investment” or “desired financial objective”. It refers
to the desired scope or potential for development
of the various financial, insurance and investment
services or it expresses, in relation to those services,
that financial opportunities are involved. Thus, it
is descriptive within the meaning of Article 7 (1) (c)
CTMR and lacks distinctive character under Article
7 (1) (b) CTMR. The General Court annulled the BoA
decision.
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Case law
European
Union
Trade
SUBSTANCE:
INFRINGEMENT
OF Mark
ARTICLE 7 (1) (c)
CTMR: SCOPE is a vague and general term, which
may be allusive, but it lacks a sufficiently direct and
specific link and thus is not descriptive on its own for
the services at hand. The fact that it can be used as
noun in the context of the services is insufficient for
a descriptive character. The BoA based its findings
on combinations of SCOPE with other terms (paras.
32-35).
INFRINGEMENT OF ARTICLE 7 (1) (b) CTMR: The
BoA did not show that SCOPE lacks the distinctive
character since it referred to combinations of SCOPE
with other terms. On its own, SCOPE is neither
promotional in character nor commonly used in the
financial sector concerned (paras. 46-48).

Case T-295/15; Yongyu Zhang v EUIPO; Order of
18 April 2016; Language of the case: DE
RESULT: Action dismissed
KEYWORDS: Admissibility, Common element,
Personal name mark, Likelihood of confusion
FACTS: The applicant sought to register the word
mark Anna Smith for goods within Classes 18 and
25. An opposition based on the earlier EUTM SMITH,
registered for goods in Classes 18 and 25, was
filed on the grounds of Article 8 (1) (b) EUTMR. The
Opposition Division (OD) rejected the opposition.
The Board of Appeal (BoA) annulled the decision,
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upholding the opposition. The applicant filed an
action before the General Court (GC). The GC
rejected the action.
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SUBSTANCE: The action is rejected under Article 126
of the Rules of Procedure of the GC. The applicant’s
request that the GC accepts its application is
evidently inadmissible since the GC cannot give
orders to the Office (para. 15). When assessing the
similarity of names, the same criteria as for other
categories of marks apply (para. 20). Therefore, the
fact that the earlier mark is identically contained in
the EUTMA indicates that the signs are similar (para.
21). The applicant’s argument that in the fashion
sector a minor difference such as an additional
first name may exclude a likelihood of confusion is
ineffective because trade marks are often derived
from the same family name in said sector (para. 2627). The applicant cannot contest the genuine use
of the earlier mark before the GC in the absence of
timely request on its part before the OD. Moreover,
the earlier mark was not registered for more than
five years at the relevant point in time (paras. 31-33).
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Case law
European
Union
Trade
Mark
Case T-254/15;
Aldi Einkauf
GmbH
& Co. OHG v
EUIPO; Judgment of 26 May 2016; Language of
the case: DE
RESULT: Action dismissed
KEYWORDS: Conceptual similarity, Distinctive
element, Identity of the goods and services;
Likelihood of confusion, Phonetic similarity,
Similarity of the signs, Visual similarity
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SUBSTANCE: The GC dismissed the appeal. It found
that the relevant public consist of the average

May 2016

consumer in the Union. The BoA was right to

ETMDN Updates

conclude that the earlier right is not of low distinctive
character. It cannot be presumes that a foreign

International Registrations of Designs are now searchable in
Designview

language is understood by the average consumer.
Although the elements “frezco” of the earlier right

Similarity update: new pairs

or “fresco” of the application might be understood
by parts of the public as “fresh” or “cool”, others will

More News

understand them as a reference to a wall painting,

FACTS: The applicant sought to register the word
mark CASALE FRESCO as a EUTM for goods within
Class 29. An opposition based on the earlier EUTM
(word mark) FREZCO, registered for goods in Class

while others won’t understand them at all. Neither

29, was filed on the grounds of Article 8 (1) (b)
EUTMR. The Opposition Division partially upheld the
opposition in so far as the goods have been found
to be identical or similar. The Board of Appeal (BoA)
dismissed the applicant’s appeal. The applicant filed
an action before the General Court (GC).

signs are visually as well as phonetically similar

EUTM

Uwe Over

of the elements of the application is of particular

EUIPO’s first mobile and tablet app: eSearch plus ‘on the

dominance. Therefore, the element “fresco” enjoys

New survey on EU SMEs and intellectual property

an individual distinctive role in the application. The

Service Charter: Quarter one results available

to an average degree. Conceptually the signs are
similar as far as their elements are understood in

Case Law

the sense of “fresh”, “cool” or as a reference to a wall
painting. However, as far as neither of the elements

Luxembourg trade mark and design news
New decisions from the Boards of Appeal

is understood by parts of the public, no conceptual
comparison is possible. Considering the fact that the
goods are either identical or similar, the signs are
similar to an average degree from a visual as well

Earlier mark

as an aural point of view, the signs are conceptually
similar to parts of the relevant public, the BoA was
right to conclude that there exists a likelihood of

Applications now open

confusion.
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Case law
European
Union
Trade
Case T-324/15;
Volkswagen
AG vMark
EUIPO; Order of
10 May 2016; Language of the case: DE

James Nurton
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Case T-261/15; Spirig Pharma AG v EUIPO;
Judgment of 19 April 2016; Language of the case:
FR

May 2016

RESULT: Action dismissed

ETMDN Updates

KEYWORDS: Descriptive element

International Registrations of Designs are now searchable in
Designview

RESULT: Action dismissed
KEYWORDS: Descriptive element, Distinctive
element, Use not as registered, Weak element
FACTS: The EUTM proprietor registered the word
mark BAG PAX as a EUTM for goods within Classes
12 and 22. An application for revocation was filed
based on non-use. The Cancellation Division partly
upheld the application for revocation. The Board of
Appeal dismissed the revocation applicant’s appeal.
The revocation applicant filed an action before the

FACTS: The EUTM applicant sought to register the
figurative mark

General Court (GC).

rejected the EUTM pursuant to Article. 7 (1) (b) and
(c) EUTMR, as “daylong” means “lasting the entire
day” and is descriptive of the relevant products. The
Board of Appeal (BoA) dismissed the appeal and
took the view that the evidence filed did not prove
the acquisition of distinctive character through use.

EUTM

SUBSTANCE: The GC dismissed the appeal as being
manifestly unfounded. It found that use of the EUTM
in the form BAXPAX [rather than BAG PAX] does not
alter the distinctive character of the EUTM. The only
difference between the mark as registered and as
used is a space in between “bag” and “pax”. This
difference is insignificant and does not influence
the overall impression of the mark. BAGPAX will be
perceived as the mere sum of the elements “bag”
and “pax”..

Uwe Over

Similarity update: new pairs

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property

for cosmetic preparations in Class 3 and medical
devices in Class 10. The Examination Division

Service Charter: Quarter one results available

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

EUTMA

SUBSTANCE: The applicant did not appeal the BoA’s
finding regarding Article 7 (3) EUTMR.
The General Court confirms that the clear and
evident meaning of the EUTMA will be immediately

Applications now open
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Case law
European
Mark
and directlyUnion
perceived Trade
by the relevant
public (para.
33).
The figurative element is immediately recognised as
the letter O (para. 37).
For both “cosmetic products” and “medical devices”,
the fact that they can be used and/or that their
effects last the entire day is an important quality.

James Nurton

Interviews

Uwe Over

Statistical Highlights

allow the relevant public to recognise the sign as an
indication of origin. The Board of Appeal dismissed
the appeals.

May 2016

ETMDN Updates

EUTMAs

International Registrations of Designs are now searchable in
Designview

1.

Similarity update: new pairs
Cases T-422/15 and T-423/15; U-R LAB v EUIPO;
Judgment of 25 May 2016; Language of the case:
FR

More News
2.

EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property

RESULT: Action dismissed
KEYWORDS: Distinctive element
FACTS: The EUTM applicant sought to register the
figurative mark

and the word mark THE DINING EXPERIENCE for a
number of goods and services. The Examination
Division rejected both EUTMAs for several goods
and services related to a special diner in Classes
16, 35, 39, 41, 42 and 43, pursuant to Article 7
(1) (b) EUTMR, as THE DINING EXPERIENCE is a
laudatory promotional message that does not

Service Charter: Quarter one results available

SUBSTANCE: The General Court (GC) accepts the
global motivation for categories of products or
services, as it complies with the requirements
established by the case-law (paras. 32-33).
The signs refer to a positive experience related
to a refined meal (para. 63). They are devoid of
distinctive character for the relevant goods and
services as they indicate a characteristic of the goods
and services (para. 76). The BoA implicitly accepted
the motivation of the examiner, which is taken into
account by the GC (as from para. 69).

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

Applications now open
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Case law
European
Union from
Trade
Mark
New Decisions
the
Boards of
Appeal

EUIPO decisions, judgments of the
General Court, the Court of Justice
and the National Courts can be found
on eSearch Case Law. For best results,
the use of Mozilla Firefox or Google
Chrome browsers is recommended.

R2502/2015-2
CAR (fig.)

DEVICE OF A CIRCLE WITH A

RESULT: Decision annulled.
KEYWORDS:
Distinctive
element,
Figurative
element, Figurative trade mark, Minimum degree
of distinctiveness, Nature of the goods and services,
Article 7(1)(b) EUTMR.
FACTS: The IR holder sought to protect the figurative
mark ‘DEVICE OF A CIRCLE WITH A CAR’ in the
European Union for goods in Class 35. The examiner
refused the application in its entirety on the basis of
Article 7(1)(b) EUTMR.
SUBSTANCE: The sign applied for consists of the
depiction of the front of a car in juxtaposition against
a black background that shines through several

James Nurton

Interviews

Uwe Over

Statistical Highlights

features of the car’s front. Further, the centre of the
representation will easily be perceived as a smile,
whereas the headlights appear to represent eyes
(§ 20).
In other words, the sign applied for can neither
be assumed to be a completely commonplace
representation of a commonly used symbol, nor is it
a naturalistic representation of (a part of) any goods
(28/04/2015, R 2672/2014-2, DEVICE OF A BOY, § 24)
(§ 21).
The Board is thus of the opinion that the sign
applied for as a whole cannot be seen to be a basic
shape commonly used for the services. Even if the
image depicted could be seen to emphasize the
idea of a ‘car’, it must be seen as somewhat arbitrary

May 2016

ETMDN Updates
International Registrations of Designs are now searchable in
Designview
Similarity update: new pairs

More News
EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

or fanciful. Based on an evaluation of the mark
as a whole, it cannot be denied that its figurative
elements, although perhaps not highly imaginative,
are sufficient to endow the mark with a minimum
degree of distinctiveness (see also, for instance,
03/06/2014, R 2153/2013-2, Chemist Warehouse
(fig.), § 22) (§ 22).
In conclusion, the Board considers that the sign
applied for has, at least, the minimum degree of
distinctiveness necessary for it to surmount the
barrier posed by Article 7(1)(b) EUTMR. Therefore,
no objection under Article 7(1)(b) EUTMR arises.
It follows that the appeal must be upheld and the
contested decision annulled (§ 23).

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

Applications now open
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Case law

James Nurton

Interviews

European
Union Trade Mark
R0299/2015-5

AQUAPEL (fig.) /

WACKEN (fig.) et al.
RESULT: Decision partially annulled.
KEYWORDS:

Conceptual

similarity,

Descriptive

element, Distinctive element, Dominant element,
Figurative trade mark, Identity between the goods
and services, Likelihood of confusion (yes & no),
Visual similarity, Article 8(1)(b) EUTMR, Article 41
EUTMR.
FACTS: The applicant sought to register the
figurative mark ‘AQUAPEL’ for goods in Classes
18 and 20. An opposition was filed based on the
earlier rights protecting, inter alia, the figurative
mark represented above. The Opposition Division
rejected the opposition in its entirety.
SUBSTANCE: The Board after carrying out a detailed
analysis of the goods agrees with the rejection of the
opposition only in relation to those goods as regards
which the skull device may be taken to be really

allusive of a characteristic they share, namely the
use of leather, bone or horn in their construction.
The Board notes that most leather is produced from
the hides of cattle – and the symbol of a bovine skull
can be associated with leather products (such as
belt-buckles); and the same comment could also be
made in respect of bone and horn (§ 38-39).
Therefore, in the case of leather, bone and horn
goods, the Board agrees with the conclusions of the
contested decision that, on balance, there is no risk
of a likelihood of confusion between such goods
where they are labelled with the applicant’s mark
(§ 41).
However, the Board allows the opposition for the
remaining goods (e.g. umbrellas, mirrors) where
the skull figure cannot be regarded as descriptive
or allusive. On these other items, the image has a
greater inherent power. It may be the case that the
contested sign contains word elements that will not
be missed by consumers, but the applicant’s goods
could be seen by consumers, who have previously
encountered the opponent’s sign on those goods
for which the skull device is the more potent symbol,
as a particular ‘line’ of product proffered by the
same manufacturer or supplier or under licence,
for example, a line that has the characteristic of
being water repellent (where the allusive import
of the word ‘AQUAPEL’ is perceived by the relevant
consumer) (§ 42).
In this context, in the view of the Board, a risk of
confusion cannot be excluded in relation to those
contested goods (§ 43).because of the imperfect
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Case law
recollectionUnion
by the relevant
consumer
(23/10/2002,
European
Trade
Mark

T-104/01, Fifties, EU:T:2002:262, § 28) and the
identity and similarity between most of the goods
at issue.
Consequently, the appeal is partially upheld and the
opposition partially rejected.

R1306/2015-2

ABATIUS (fig.) /

SHAPE OF A SINGLE SQUARE TOY BRICK (3D) et al.
RESULT: Decision annulled.
KEYWORDS: Conceptual similarity, Distinctive
element, Dominant element, Figurative element,
Figurative trade mark, Identity of goods and services,
Likelihood of confusion (YES), Shape of the product,
Similarity of goods and services, Similarity of the
signs, Three-dimensional mark, Visual similarity,
Article 8(1)(b) EUTMR.
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FACTS: The applicant sought to register the figurative
mark ‘ABATIUS’ for goods and services in Classes 9,
38 and 42. An opposition was based on earlier rights
protecting, inter alia, the three-dimensional mark
mentioned above. The Opposition Division rejected
the opposition in its entirety.

May 2016

ETMDN Updates
International Registrations of Designs are now searchable in
Designview

SUBSTANCE: The Board finds that the mark applied
for contains, in its figurative part, an identical
reproduction of the earlier mark, based on the bricks
with relatively sharp edges, studs on the top which
are uniform, have smooth sides, are flat topped and
cylindrical. The only differences are the rectangular
shape of some of them instead of a square shape
and their colour (§ 33).
Nevertheless, the presence of colours in the mark
applied for essentially loses any significance when
carrying out the comparison with the earlier
mark, because the earlier mark is a black-andwhite – the average consumer keeps in mind only
an imperfect picture of the marks (30/09/2015,
T-364/13, KAJMAN, EU:T:2015:738, § 40). In these
circumstances the presence of the word element
‘ABATIUS’ in the contested sign is not sufficient to
counteract, on a visual level, the similarity deriving
from the representation of the bricks. Therefore,
the signs are visually similar. (§ 34-35).
Insomuch as the earlier mark is a purely threedimensional mark, an aural comparison is not
possible between the signs under comparison
(25/03/2010, T‑5/08 & T‑7/08, Golden Eagle/Golden
Eagle Deluxe, EU:T:2010:123, § 67) (§ 36).
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European
Union
Trade
Mark
The word element
‘ABATIUS’
in the
contested mark
has no meaning in any of the relevant languages.
However, the contested mark as well as the earlier
mark contain the representation of a toy brick and it
causes a conceptual similarity between marks (§ 37).
Taking into account the abovementioned visual
and conceptual coincidences, the signs under
comparison are considered similar overall (§ 39).
With respect to the facts that:
•

•

•
•

Uwe Over

May 2016

ETMDN Updates
International Registrations of Designs are now searchable in
Designview
Similarity update: new pairs

More News

the rectangular and square toy bricks of the
contested mark have a normal degree of
distinctive character for all the relevant goods
and services (§ 29),
the earlier mark has an average degree of

EUIPO’s first mobile and tablet app: eSearch plus ‘on the
New survey on EU SMEs and intellectual property
Service Charter: Quarter one results available

distinctive character for the goods and services
that it covers (§ 42),
the signs under comparison are similar overall
(§ 39),
and the contested goods and services are
found identical or similar to the goods and
services covered by the earlier mark (§ 22),

Case Law
Luxembourg trade mark and design news
New decisions from the Boards of Appeal

the Board allows the opposition filed pursuant
Article 8(1)(b) EUTMR, because the likelihood that the
relevant public will be led to believe that the goods
and services designated by the signs at issue come
from the same undertaking or from economicallylinked undertakings exists (§ 42).
Therefore, the opponent’s appeal is well founded
and the contested EUTM must be rejected in its
entirety.

Applications now open
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